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This paper consists of a public comment on the above-referenced Paperwork
Reduction Act 60-day notice and a formal request for correction of certain
information therein. In Section I, I outline the scope of my comments, with
particular respect to the domain of my experience and expertise. In Section I, I raise
several Administrative Procedure Act issues related to the proposed regulatory
changes. In Section I1I, I correct the USPTO’s misleading description of the history of
the Paperwork Reduction Act issues that led to this Notice of Proposed Rule Making.
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Section VII notes several systemic defects in the USPTO’s administrative practices
and proposes a simple (though not easy) remedy that the Director can implement
immediately on his own authority.

Section VI is a formal error correction request identifying four specific and
material errors in the 60-day notice and Supporting Statement. This request is filed
pursuant to the USPTO’s Information Quality Guidelines, and in accordance with
those guidelines, | am submitting it both as a request for correction and as a public
comment. Each error is followed by a specific correction request.

I Scope of Comments

[ not an inventor, a patent attorney, or a patent examiner; thus, I have no
financial interest in the outcome of this rule making proceeding.

[ have expertise in and more than 20 years’ experience with the procedures
of rulemaking (including administrative practice and compliance with the
Paperwork Reduction Act, the Information Quality Act, the Regulatory Flexibility
Act, and Executive Order 12,866) and the economic analysis of regulation (including
compliance with OMB Circular A-4). Compliance with these administrative
procedures is an essential prerequisite for the legal, political, and practical
legitimacy of Federal rule making. Compliance with Circular A-41 is essential for the
U.S. Patent and Trademark Office to ensure that its actions yield net social benefits
to the United States. This standard falls within the USPTOQ’s obligation under 35
U.S.C. § 2(b)(2)(F). The USPTO’s rules must

provide for the development of a performance-based process that
includes quantitative and qualitative measures and standards for
evaluating cost-effectiveness and is consistent with the principles of
impartiality and competitiveness.

It is difficult to imagine how the Patent Office could fulfill this statutory directive if it
promulgated regulations without the benefit of quantitative policy analysis.

Since 2007 I have become a regular commenter on U.S. Patent and
Trademark Office (USPTO) rule making and Paperwork Reduction Act notices. Some
of these comments have been filed under my own name, others by Regulatory
Checkbook, a Virginia-based nonprofit organization for which I serve as President.

My comments can be summarized succinctly as follows. In the past year or
so, the USPTO has made significant strides improving its adherence to
administrative practices that have been in place for decades. At the same time,
however, the Office still has a long way to go before it can be said to have reached
the average level of performance among Federal agencies. Given the extraordinarily
large economic impacts of its every action, the USPTO ought to be performing at a
level so high that few other Federal agencies are its peer.

1 Office of Management and Budget (2003).
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In each of the sections below, I first identify the improvements in
administrative practice that are evident in this notice of proposed rulemaking
(NPRM). I follow with areas in which significant additional improvement is still
needed, and suggest practical steps the Director can take to make these
improvements more likely to be realized.

Section VI identifies just a few of the violations of applicable information
quality guidelines and standards contained in this NPRM and draft ICR Supporting
Statement. [ hereby request that the USPTO treat this section as a formal request for
correction submitted pursuant to the Patent Office’s information quality guidelines.
Those guidelines say that error correction requests involving a formal public
comment period should be submitted as public comments, and that the Patent Office
will directly respond to this request in its subsequent action:

A proper request received concerning information disseminated as part
of and during the pendency of the comment period on a proposed rule,
plan, or other action, including a request concerning the information
forming the record of decision for such proposed rule, plan or action will
be treated as a comment filed on that proposed rulemaking, plan, or
action, and be addressed in the issuance of any final rule, plan, or
action.?

For each error, [ indicate a specific correction that should be made. I look forward to
the USPTO’s direct responses to this formal request in Federal Register notice for
the Final Rule, and in the final ICR Supporting Statement submitted to OMB.

Il. Administrative Procedure Act

A. Is the regulatory action related to this ICR subject to mandatory notice
and comment?

For every covered agency,? the Administrative Procedure Act (APA) applies
to any “rule” it promulgates. The term “rule” is defined broadly,* as are the
procedures agencies must follow to promulgate rules.> The APA provides a narrow
exception for certain procedural rules:

Except when notice or hearing is required by statute, this subsection
does not apply -

(A) to interpretative rules, general statements of policy, or rules
of agency organization, procedure, or practice; or

(B) when the agency for good cause finds (and incorporates the
finding and a brief statement of reasons therefore in the rules issued)

2 U.S. Patent and Trademark Office (2002).
35U.S.C. §551(1).

45U.S.C.§551(4).

55U.S.C. § 553.
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that notice and public procedure thereon are impracticable,
unnecessary, or contrary to the public interest.®

According to the NPRM, the PTO believes that this action is exempt from the
APA because it is covered by clause (A) of this exemption:

The changes in the proposed rule relate solely to the procedure to be
followed in filing and prosecuting an ex parte appeal to the Board.

Therefore, these rule changes involve rules of agency practice and
procedure under 5 U.S.C. 553(b)(A) [sic], and prior notice and an
opportunity for public comment are not required pursuant to 5 U.S.C.
553(b)(A) (or any other law).”

There are three problems with this claim.

First, the USPTO offers no basis to disregard the holding in Tafas v. Dudas
that “the structure of [35 U.S.C. § 2(b)(2)] makes it clear that the USPTO must
engage in notice and comment rule making when promulgating rules it is otherwise
empowered to make—namely, procedural rules.” The court said the USPTO “may
establish [procedural] regulations ... and that those regulations must be made in
accordance with 5 U.S.C. § 553” (emphasis in the original). That is, the Patent Act is
precisely the kind of “other law” requiring notice and comment, and the APA
provides the procedures the USPTO must use to fulfill them. But the USPTO
continues to behave as if its regulatory actions are exempt from notice and comment
under both the Patent Act and the APA. The Office represents its publication of
proposed rules for public comment as a courtesy, not a legal duty.

Second, there is considerable controversy about the USPTO’s assertion that
this rule making relates “solely to the procedure to be followed in filing and
prosecuting an ex parte appeal to the Board.” The USPTO routinely makes this or a
similar boilerplate claim, even in regulations that are intended to have major
substantive effects on innovation, the number of patent applications filed, the scope
of intellectual property that would be protected by patent claims if allowed, and
similar broad matters of economic and social policy. The Patent Office’s reliance on
irrelevant case law does not negate the Office’s non-procedural purposes.

In this NPRM, the Patent Office is clear that the proposed procedural changes
are intended to alter the behavior of applicants, to reduce their propensity to appeal
final Office actions, and to reduce their likelihood of prevailing in the event they do
appeal. Thus, this NPRM is procedural only because the Office’s statutory authority

65 U.S.C. § 553(b)(3)(A).
7 U.S Patent and Trademark Office (2010b).

8 Tafas v. Dudas, 541 F.Supp.2d 805, 812, 86 USPQ2d 1623, 1628 (E.D. Va. 2008),
motion to vacate denied Tafas v. Kappos, 586 F.3d 1369, 1371, 92 USPQ2d 1693, 1694 (Fed.
Cir. 2009) (granting PTO’s motion to dismiss the appeal on grounds of mootness, and
holding that district court decision is reinstated).
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is limited to procedural matters. The NPRM is not “solely” procedural, but rather
incidentally so.

Third, even if the law were construed in its favor, the facts of the NPRM
would undermine the Patent Office’s claim that the proposal has “solely” procedural
content. This NPRM proposes nominally procedural changes with predictably
substantive effects (e.g., “waiver” provisions; the narrowed definition of “new
ground of rejection”). Thus, this NPRM does not relate “solely” to internal Board
procedures.

In short, the Patent Office strains credibility when it asserts exemptions from
both the APA and “other laws” requiring notice and comment. The Office shows
disrespect for its customers and the courts by continuing to make such claims. The
Director should instruct the General Counsel to correct the discussion of notice and
comment applicability in any final rule resulting from this NPRM and all future
regulatory actions. If the USPTO believes that Tafas is not the controlling legal
authority, the General Counsel should publicly explain why.

B. Why might the Patent Office want an exemption from mandatory notice
and comment?

The true motives of Patent Office officials or senior career managers cannot
be divined from the NPRM. Nonetheless, reasonable inferences can be made from
the benefits that an exemption from mandatory notice and comment would provide.
There are two potential benefits that would make an exemption bureaucratically
worthwhile.

1. Exemption from serious OMB oversight

OMB) reviews all significant draft “regulatory actions” proposed by Executive
branch agencies, pursuant to its authority under Executive Order 12,866.° By
claiming that the NPRM is not substantive, the Patent Office implicitly claims an
exemption from serious OMB oversight.19 The intensity of OMB’s actual oversight is
consistent with capitulation to this claim.!!

The Director should instruct the General Counsel to designate this regulatory
action as presumptively economically significant. To ascertain whether this

9 Clinton (1993). See Sections 3(e) (definition of “regulatory action”) and 3(f)
(definition of “significant regulatory action”).

10 Clinton (1993), Section 2(a): “Because Federal agencies are the repositories of
significant substantive expertise and experience, they are responsible for developing
regulations and assuring that the regulations are consistent with applicable law, the
President's priorities, and the principles set forth in this Executive order.”

11 ] and other commenters have repeatedly noted that the USPTO’s regulatory
actions are economically significant regulatory actions in most cases solely because of their
paperwork burdens. See, e.g., Belzer (2007; 2008a, 2008b, 2008c). OMB has not designated
any of these regulatory actions economically significant despite having clear authority to do
so under Section 6(a)(3)(C) of Executive Order 12,866.
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presumption can be rebutted, the Director should instruct the USPTO’s Chief
Economist to conduct a proper economic analysis consistent with the principles of
benefit-cost analysis and OMB Circular A-4, to ascertain whether the rule is likely to
have impacts exceeding $100 million in any one year.12 The effects counted must
include both economic impacts of the rule (such as effects on the value of
intellectual property subject to patent protection) and the paperwork burdens the
rule would impose. Only if effects exceeding $100 million in any one year are not
likely should the Director ask OMB to downgrade its designation to merely
significant.

2. Exemption from the Regulatory Flexibility Act

The Regulatory Flexibility Act (RFA) gives special attention to the
disproportionate costs regulation often has on small entities, and it establishes
certain procedural and analytic obligations agencies must follow in order to guide
their selection of regulatory alternatives in a way that minimizes these
disproportionate impacts. But the RFA is triggered only when notice and comment
applies, either under the APA or some other law. Thus, by claiming an exemption
from mandatory notice and comment under both the APA and the Patent Act, the
USPTO can evade the RFA.

Not all previous attempts to execute this charade have succeeded. In the
USPTO’s July 2007 NPRM on Markush Practice, the USPTO claimed (as it does here)
that the proposed rule was merely procedural and thus exempt from mandatory
notice and comment.!3 For reasons the Office never explained, it subsequently
published an Initial Regulatory Flexibility Analysis (IRFA) that would not have been
required had the exemption claim been legitimate.# The IRFA revealed highly
disproportionate costs on small entities, and effects that easily exceeded the
threshold for an economically significant regulatory action. No final rule has been
promulgated.

For this NPRM as well, RFA compliance is not a mere procedural formality.
Appeals may well have disproportionate paperwork burdens and costs on small
entities, and if they do, then there also will be disproportionate economic impacts,
as well. The Director should instruct the Chief Economist to supervise the
preparation of an IRFA to ascertain just how disproportionate these effects are
likely to be. If the IRFA reveals that significant effects on a substantial number of
small entities are likely, the Director should consult with the Small Business
Administration Office of Advocacy to consider alternatives that would reduce or
eliminate these disproportionate burdens.

12 “Lijkely” implies a preponderance of the evidence test.
13 .S Patent and Trademark Office (2007b).
14 U.S Patent and Trademark Office (2007a).
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1. The USPTO misleadingly characterizes the 2007 NPRM and 2008 Final Rule

The preamble contains a description of the history of this rule making that is
inaccurate in several material respects. Misleading the public undermines
confidence in the integrity of the Office, and especially the integrity of the Board.
Moreover, it undermines the legal and moral foundation of any future final rule. By
neglecting to report these facts correctly, the USPTO also misleads the public
concerning the origin of the procedural problem that led to the December 2008
administrative stay,!5 and ultimately to this NPRM.16

A. The 2007 NPRM included numerous false claims, which this NPRM does
not acknowledge

This NPRM correctly states that the original NPRM was published on July 30,
2007. It does not acknowledge, however, that the 2007 NPRM included numerous
false claims. Quoting from the preamble of the 2007 NPRM:

This proposed rule involves information collection requirements which
are subject to review by the Office of Management and Budget (OMB)
under the Paperwork Reduction Act of 1995 (44 U.S.C. 3501 et seq.). The
collection of information involved in this proposed rule has been
reviewed and previously approved by OMB under control number 0651-
0031. The United States Patent and Trademark Office is not
resubmitting an information collection package to OMB for its review
and approval because the changes in this proposed rule would not affect
the information collection requirements associated with the
information collection under OMB control number 0651-0031.17

Each statement in green is true; each statement in red is false. The proposed rule did
involve information collection requirements subject to review by OMB. However,
none of these requirements had ever been reviewed by OMB, much less approved.
Contrary to the Patent Office’s claims, the proposed rule did involve changes in
paperwork burden that would have required new notice, if only there had been a
valid OMB Control Number to revise.

By law, the USPTO was required to publish notice within the preamble to the
2007 NPRM identifying the new paperwork burdens, explaining their practical
utility, estimating objectively their burden on the average respondent and all
respondents in the aggregate, and allowing at least 60-days for public comment on
each of these matters.1® The USPTO complied with none of these statutory
requirements.

15 .S Patent and Trademark Office (2008b).

16 The fact that the 2008 Final Rule ran aground on procedural defects underscores
the value to society of these procedural rules.

17.U.S Patent and Trademark Office (2007c).
1844 U.S.C. § 3506(c)(2)(A) and 5 C.F.R. § 1320.8 and 11.
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B. The juxtaposition of the 2008 Final Rule and an illegal 60-day notice

This NPRM correctly states that the USPTO promulgated a final rule on June
10, 2008,1° and a Paperwork Reduction Act “60-day notice” on June 9, 2008.20 It
does not acknowledge, however, that the June 9 PRA notice could not have been a
legal “60-day notice” because it was published one day before promulgation of the
final rule. Legal 60-day notice must be published "in the preamble to the Notice of
Proposed Rulemaking.“?! The statutory purpose of public comment is to inform
decision-making. It is an absurd reading of the statute to think that requesting
comment one day before promulgation of a final rule constitutes adherence to the
PRA’s notice and comment requirement. The USPTO’s disregard for proper notice
and comment procedure on PRA maters is similar to its cavalier attitude about
notice and comment generally, noted above in Section II.B.

Through this illegal 60-day notice, the Patent Office announced its intention
to file a new information collection request with OMB, one that would cover the
paperwork burdens associated with appeal practice. This notice did not admit that
there was no valid OMB Control Number in place that covered appeal practice; it did
not provide required public notice that, until OMB approved the information
collection, appellants had no legal obligation to provide information to the Board in
the format the Board required; and it did not inform appellants of their rights under
44 U.S.C. § 3512. Each of these notices was required by law.2?

In the preamble to this NPRM, the Office recites these events shamelessly, as
if they were perfectly normal administrative practices. The USPTO seems to be
oblivious to the degree to which extraordinarily cynical past behavior damaged its
reputation within the patent community for competence and integrity, and
undermined trust in the Board’s respect for the rule of procedural law.

C. Public comment on the USPTQ’s serial legal violations led OMB to decline
to approve the information collections the Office needed to enforce the
2008 Final Rule

OMB declined to approve the information collections contained in the 2008
Final Rule, thereby rendering it unenforceable as a matter of law. This NPRM
mentions this fact elliptically and disingenuously:

Because the information collection process had not been completed by
the original effective and applicability date of the final rule, the Office
published a Federal Register notice (73 FR 74972 (Dec. 10, 2008))
notifying the public that the effective and applicability dates of the final

19 .S Patent and Trademark Office (2008c).

20 U.S Patent and Trademark Office (2008a).

2144 U.S.C. § 3506(c)(2)(A), as implemented by 5 C.F.R. § 1320.11(a).
2244 U.S.C.§3506(c) and 5 C.F.R. § 1320.8.
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rule was not December 10, 2008, and that the effective and applicability
dates would be delayed until a subsequent notice.?3

The USPTO does not explain why OMB declined to approve the information
collection. The “information collection process” was completed just fine at OMB; the
problem is that the USPTO had systematically violated the rules of the process.

Public commenters, including me, showed OMB how the USPTO had
repeatedly violated the procedural and substantive provisions of the Paperwork
Reduction Act. Procedural violations included, most obviously, the cynically illegal
60-day notice published one day before promulgation of the final rule. Substantive
violations included, most egregiously, the Board’s demand that appellants submit
exactly the same information already in the PTO’s possession but in a different
format, something the PRA forbids.?# In response to the USPTO’s statutorily
required 30-day notice, I sent a letter identifying 10 PRA violations committed by
the Patent Office. To ensure that it is entered into the record for this rule making, I
include this letter as Attachment A.

It is true that shortly after his inauguration, President Obama directed
agencies to “to consider seeking comments for an additional 30 days on rules that
were published in the Federal Register and had not yet become effective by January
20, 2009.” However, the memorandum containing this instruction could not have
had anything to do with OMB'’s decision, a month earlier, not to approve the
information collections contained in the June 2008 Final Rule. Nor could it have
influenced the USPTOQ’s decision, a month earlier, to indefinitely stay the effective
date of the June 2008 Final Rule. It was clear in December 2008 that the procedural
and substantive defects in USPTO practice were so severe that OMB could not legally
approve the information collections contained in the June 2008 Final Rule. The
President’s January 2009 directive did not constrain in any way the publication of
new proposed rules.

D. The NPRM falsely claimed that the proposed changes in appeal practice
would result in no incremental paperwork burden

The preamble to the 2007 NPRM asserted that it would impose no new
information collection requirements:

The United States Patent and Trademark Office is not resubmitting an
information collection package to OMB for its review and approval
because the changes in this proposed rule would not affect the
information collection requirements associated with the information
collection under OMB control number 0651-0031.2°

23 U.S Patent and Trademark Office (2008b).
24 44 U.S.C. § 3506(c)(3)(B) and 5 C.F.R. § 1320.5(d)(1)(ii).
25 U.S Patent and Trademark Office (2007c).
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How the USPTO reached this conclusion lies beyond imagination. The NPRM
included numerous major changes to appeal practice that would have created
obvious and substantial new information collection burdens. Moreover, in the illegal
60-day notice the USPTO tried to hide these burdens by making no distinction
between burdens in the existing (2004) rule and new burdens that the 2008 rule
would impose. Many public commenters noted these burdens in their responses to
the illegal 60-day notice; they asked the Patent Office to make a clear distinction
between them in its subsequent submission to OMB.26 The USPTO did not respond
cogently to any of these comments.2”

In response to the ICR submission to OMB, I sent a letter identifying
examples where the proposed rule would substantially increase the burdens over
the 2004 rules; examples in which the proposed rule would have spillover effects on
other approved information collections; and examples of information collections
that the proposed rule would have created but which the USPTO had neglected to
even identify. To ensure that it is entered into the record for this rule making, I
include this letter as Attachment B.

E. OMB'’s 2009 approval of new ICR 0651-0063 covers only three
information collections contained in the 2004 Appeal Rules

This NPRM mentions the USPTO’s December 22, 2009, ANPRM without
explaining its context:

On December 22, 2009, the Office published an Advance Notice of
Proposed Rulemaking (ANPRM) proposing further modifications to the
stayed final rule and seeking public comment via a public roundtable
and written comment (74 FR 67,987 (Dec. 22, 2009)).%8

The context is the OMB’s approval of the information collections related to the 2004
rule on the same day that the ANPRM was published. OMB approved three
information collections related to the 2004 rule (Appeal Brief, Reply Brief, and
Request for Rehearing Before the BPAI).2? OMB did not approve either of the two
information collection elements specific to the June 2008 Final Rule.

26 Comments on both the illegal 60-day notice and the submission to OMB are at
http://www.reginfo.gov/public/do/PRAViewDocument?ref nbr=200809-0651-003.

27 Section VIL.A contains an extensive discussion of the USPTO’s persistent
unresponsiveness to public comments.

28 .S Patent and Trademark Office (2010a).

29 Office of Management and Budget (2009). The consensus view among public
commenters universally is that these figures seriously understate actual burdens and non-
burden hour costs.

10
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F. Is the Board enforcing provisions of the 2008 Final Rule that are currently
stayed, are proposed in this NPRM for formal rescission, and which are
not approved by OMB?

As I noted in Section I, [ am neither an inventor nor a patent attorney.
Nonetheless, because of my participation in USPTO rule making and PRA actions, I
have become aware of instances in which it appears that the Board is enforcing
provisions of the 2008 Final Rule. Other commenters likely will address the specifics
of these issues in greater detail, and with greater technical expertise. To my lay
understanding, these concerns seem persuasive.

The Board'’s integrity would suffer a crippling blow if the critics are correct.
Even if they are not, the Board is seriously damaged by the perception that its
members would even consider such illegal conduct. Members of the Board have
specific competence in substantive patent law, and while patent law provides the
foundation for the Board’s decisions, it does not excuse members of the Board from
their duty to adhere to procedural law as well.

If the Board is enforcing provisions of the 2008 Final Rule, appellants have
legal recourse under the APA. They also have the benefit of the affirmative defense
in the Paperwork Reduction Act, which shields them from penalties imposed for
failing to provide information for which there is no valid OMB Control Number.3°
This defense applies “notwithstanding any other provision of law,” which means it
supersedes everything in the USPTO’s rules of practice and the MPEP.

[ encourage the Director to ask the Inspector General of the Department of
Commerce to review all Board actions taken since December 10, 2008, to determine
whether it has applied any element of the 2008 Final Rule or imposed any
paperwork burden on appellants for which there is no valid OMB Control Number.
Only an independent review can quell public concern.

Iv. Executive Order 12,866

The threshold for an economically significant regulatory action is $100
million in effects in any one year.3! The term “effect” is not defined, but at a
minimum it includes all social costs, paperwork burdens, and transfer payments.32

3044 U.S.C. § 3512.

31E0 12,866 § 3(f)(1). A regulatory action also is economically significant if it may
“adversely affect in a material way the economy, a sector of the economy, productivity,
competition, jobs, the environment, public health or safety, or State, local, or tribal
governments or communities.” Patent regulations thus may be economically significant for
multiple reasons.

32 The social benefits of regulation also reside within the definition of “effect.” It is
important that agencies count every cost, benefit, or other effect; to count each exactly once;
and to estimate the magnitude of each objectively.

11
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Historically, the USPTO has not disclosed publicly any estimates of the
economic impacts of its regulatory actions. This NPRM continues that pattern. The
preamble states, in passive voice, that the proposed rule “has been determined to be
significant for purposes of Executive Order 12866,” then fails to identify, quantify, or
monetize any of these significant impacts. The significance of the NPRM is
unquestioned; what remains undetermined is whether it is economically significant.

A. It is very easy for almost any Patent Office regulatory action to have
economic effects exceeding the threshold for economic significance

Innovation and invention is a substantial part of the American economy.
Their dollar value is difficult to estimate with any precision, though it seems clear
that it is in the hundreds of billions, or perhaps trillions, of dollars.33 With such a
large baseline, it does not take much for a Patent Office regulatory action to have
economically significant effects. Indeed, it seems likely that almost every USPTO
regulation and guidance the Office publishes is economically significant.

Recognizing this, the Director should instruct the General Counsel to
provisionally deem every regulatory action as economically significant prior to its
inclusion in the Regulatory Agenda. For any regulatory action that the Patent Office
believes is less significant, the Director should instruct the Chief Economist to test
this belief by preparing a cogent analysis ascertaining impacts under reasonable
worst-case conditions. If and only if such an analysis does not yield $100 million of
effects in any one year should the General Counsel reclassify a proposed regulatory
action as less than economically significant.34

B. It is very easy for almost any Patent Office regulatory action to have
paperwork burdens exceeding the threshold for economic significance

Paperwork burdens, which are discussed in more detail in the following
section, are effects cognizable under Executive Order 12,866. For 12 patent-related
ICRs, the USPTO estimates about 12.9 million burden hours just for attorneys (i.e.,
excluding paralegals and clerical staff). Using the Patent Office’s default value of
$325 per hour, these burdens cost $4.2 billion per year. Thus, a change in burden of
just 2.38% is sufficient to exceed the $100 million threshold for an economically
significant regulatory action.35

This percentage is considerably less than known errors in the USPTO’s
burden estimates. For example, the USPTO routinely uses the median rather than

33 The U.S. Chamber of Commerce says “America’s innovative and creative industries
account for more than $5 trillion of the U.S. gross domestic product, drive more than half of
U.S. exports, and employ over 18 million Americans” (Global Intellectual Property Center
2010).

34 Reasonable worst-case analysis is appropriate for classification determinations
under Executive Order 12,866. A Regulatory Impact Analysis, which is required for every
economically significant regulatory action, must be performed objectively.

35 Calculations performed by the author and available on request.

12
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the mean hourly cost for patent counsel, obtained from the most recent AIPLA
economic survey.3¢ For 2008, the mean billing rate across 1,824 survey respondents
to the 2009 survey was reported to be $363, 12% greater than the reported
median3” that the USPTO uses. Thus, any change in respondent burden that is 23%
as large as this one, small error is enough to exceed the $100 million threshold for
economic significance. Even if this NPRM truly has no economic effects on patent
asset values or on patent-derived investment activity, its incremental paperwork
burdens may exceed the threshold for an economic significant regulatory action.38

The Director should instruct the General Counsel to provisionally deem every
regulatory action as economically significant and ensure that every regulatory
action is included in the Regulatory Agenda. This preliminary designation should be
released if and only if the Chief Economist shows that under reasonable worst-case
conditions the value of paperwork burdens and/or economic effect is likely to be
less than $100 million in any one year.

V. Paperwork Reduction Act

The PRA requires the USPTO to follow certain procedures,3° document the
actual practical utility of information it seeks from the public,#? and prepare
objectively supported estimates of burden.#! These procedures must be followed to
secure a valid Control Number from OMB, without which the Patent Office may not
legally require any person to generate, submit, or retain information in order to
obtain a patent allowance.*? If the USPTO imposes any penalty or denies a benefit
solely due to the failure of an applicant to provide information lacking a valid OMB
Control Number, the applicant may exercise rights set forth in the PRA to overcome
such penalty.3

A. The USPTQO’s historical compliance problems

Among Federal agencies, the USPTO has had an unusually difficult time
complying with the Paperwork Reduction Act. The Patent Office has falsely claimed

36 American Intellectual Property Law Association (2009).

37 American Intellectual Property Law Association (2009, p. I-6) The average billing
rate was higher for partners ($447 /hour), who may be more likely to represent appellants.

38 The USPTO claims the value of incremental burden from this revision is $19
million per year. For reasons that have been sufficiently described in previous public
comments (but to date ignored by the Patent Office), the USPTO’s figures are likely to
significantly underestimate actual burden, both in the baseline and incrementally.

3944 U.S.C. § 3506 and 5 C.F.R. § 1320.11-13.
40 44 U.S.C. § 3502(11) and 5 C.F.R. § 1320.3()).

4144 U.S.C. § 3506(c)(1)(A)(iv) and 5 C.F.R. § 1320.8(a)(4).
42 44 U.S.C.§ 3512 and 5 C.F.R. § 1320.6.

31d.
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to have valid OMB Control Numbers when it did not have them; it has falsely
claimed that proposed rules would not add to existing paperwork burden when they
would have; and it has failed to even seek OMB approval for information collections
that it has imposed for years. The preamble to the 2007 NPRM was emblematic,
having made all three of these false claims.

These errors were never rectified, though on December 22, 2009, OMB
approved three specific information collections related to the Board’s activities: the
Appeal Brief, the Reply Brief, and the Request for Rehearing. OMB'’s approval
extended only prospectively to these three regulatory provisions, as they existed on
or before December 10, 2008. The Patent Office has no authority to seek any other
information, nor can it impose a penalty or deny a benefit for an appellant’s failure
to provide any information prior to that date. In any instance in which it imposes a
penalty or denies a benefit, the Patent Office is highly vulnerable to legal challenge
in Federal district court.

B. This NPRM

[ am pleased to read the extensive discussion of Paperwork Reduction Act
concerns in the preamble to this NPRM. Indeed, the discussion in the preamble is
superior to every other USPTO regulatory preamble I have read. I am hopeful that
inventors and patent counsel with experience prosecuting applications and filing
appeals with the Board will find the information disclosed useful and helpful for
informing their comments.#4

[ am concerned, however, that they will not be able to do so. The preamble
contains far less documentation than is required by law, and it does not inform the
public how to obtain a copy of USPTO’s draft Supporting Statement.

1. Insufficient discussion of practical utility

The Paperwork Reduction Act requires agencies to document the practical
utility of the information it seeks.*> Practical utility is defined as:

the actual, not merely the theoretical or potential, usefulness of
information to or for an agency, taking into account its accuracy,
validity, adequacy, and reliability, and the agency's ability to process the
information it collects...*®

The preamble includes no discussion of practical utility. The draft Supporting
Statement contains a “justification” section that consists of boilerplate containing no
information about practical utility. The USPTO infers practical utility from its
authorizing statute; i.e., because the law directs it to perform certain tasks, any

44 As I note in Section VII.A below, the level of interest in submitting public
comments is severely attenuated because of the USPTO’s persistent practice of choosing not
to cogently respond to them.

45 44 U.S.C. § 3506(c)(2)(A)(i) and 5 C.F.R. § 1320.8 and 10.
46 5 C.F.R. § 1320.3(1).

14



Belzer Public Comment and Error Correction Request on
January 14, 2011

information that the Patent Office wants has presumptive practical utility. This
inference, were it correct, would drain all content from the practical utility test in
the Paperwork Reduction Act.

2. Lack of objective support for the USPTO’s burden estimates

A criticism that has been made repeatedly of the USPTO’s burden estimates is
that they lack objective support. The Patent Office relies on the “beliefs” and
“judgments” of unnamed staff.

It is possible that some USPTO staff have sufficient relevant experience and
expertise to objectively estimate burden. Presumably, they would have gained their
experience from patent prosecution practice or their expertise from extensive
scholarly research. However, unless and until the USPTO reveals the identities of its
in-house burden-estimation experts, and subjects them to the practical equivalent of
cross-examination, it is entirely reasonable to infer that the Patent Office has made
up its burden estimates based on what it finds convenient and thinks is reasonable.
If this inference is true, then it makes perfect sense that the Patent Office would
refuse to adopt estimates that may be more accurate, but which are less convenient
and much higher. This is the antithesis of objective support, and it cannot comply
with the PRA.

There is a thought exercise that can be used to perform a rough validation of
the USPTO’s burden estimates: would the Patent Office be able to perform an
information collection task at the average number of hours in its burden estimate? If
the answer is no, then the burden estimate is probably too low.

3. The AIPLA economic surveys

For several burden elements, the USPTO relies on an economic survey
prepared for the American Intellectual Property Law Association (AIPLA). This
resource is no doubt convenient. However, the USPTO has made no effort to show
that it has interpreted data from the report correctly, or that the data contained in
the report are valid and reliable for burden estimation.

4, Burden-shifting

Much of the Patent Office’s effort to reduce pendency over the past several
years has been directed toward shifting its workload onto applicants.#” The
Paperwork Reduction Act forbids this practice when burden-shifting is
“disproportionate.”#8 A plausible standard of proportionality could be the
equalization between the USPTO and its customers of the marginal cost-

47 U.S. Patent and Trademark Office (2005a, 2005b): “The United States Patent and
Trademark Office (Office) revises the rules of practice to share the burden of examining
applications" (emphasis added).

48 5 C.F.R. § 1320.5(d)(1(iii): “The agency shall also seek to minimize the cost to
itself of collecting, processing, and using the information, but shall not do so by means of
shifting disproportionate costs or burdens onto the public.”
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effectiveness of various tasks. Applicants would happily pay more for the USPTO to
undertake any task it can do more cost-effectively than the expensive lawyers it
otherwise must hire. Conversely, the USPTO should not force them to pay their
expensive lawyers to perform tasks that the examining corps can do more cost-
effectively. In the recent rule makings in which the USPTO sought to “share the
burden” with applicants, public commenters experienced in patent prosecution
raised the concern that the Patent Office would have increased costs on applicants
by many dollars for every dollar saved by the USPTO. That tradeoff is inconsistent
with equalizing marginal cost-effectiveness and is the essence of disproportionality.

VI. Information Quality Act Issues and Error Correction Request

The Federal Information Quality Act (IQA)#° applies to all information
disseminated by Federal agencies, with standards that are more stringent for
information that is “influential.” OMB published final government-wide
implementing guidelines in February 2002,5% and the USPTO followed up, as
required, with agency-specific implementing guidelines later that year.>! Agency
Information Collection Requests (including Supporting Statements) are covered by
the IQA and agencies are required to ensure that the ICRs they publish for public
comment and submit to OMB comply with the law in all material respects.>2 The
USPTO’s information quality guidelines commit the Patent Office to this
performance standard.>3

In this section, I reiterate some of the information quality errors that the
USPTO has made repeatedly in the past, and continues to make in this 60-day notice
and accompanying draft ICR. As noted in Section I, I request that this section be
treated as a formal error correction request submitted pursuant to the USPTO’s
information quality guidelines. Those guidelines say that error correction requests
involving a formal public comment period should be submitted as public comments:

A proper request received concerning information disseminated as part
of and during the pendency of the comment period on a proposed rule,
plan, or other action, including a request concerning the information
forming the record of decision for such proposed rule, plan or action will
be treated as a comment filed on that proposed rulemaking, plan, or
action, and be addressed in the issuance of any final rule, plan, or
action.>*

4944 U.S.C. § 3516 note (Policy and Procedural Guidelines).
50 Office of Management and Budget (2002).

51 U.S. Patent and Trademark Office (2002).

52 Office of Management and Budget (2002); Graham (2002).
53 U.S. Patent and Trademark Office (2002).

54 U.S. Patent and Trademark Office (2002, Section 1X.A.9).
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In compliance with these instructions, I am submitting this document as both a
public comment on the 60-day notice and as a request for correction. For each error,
I indicate the specific correction that should be made.

A. Bizarre IQA errors in previous Supporting Statements have been
identified and noted in prior public comments, and ignored by the USPTO

The USPTO’s October 2008 ICR submission includes a certification of
compliance with the Information Quality Act, which reads as follows:

The Information Quality Guidelines from Section 515 of Public Law 106-
554, Treasury and General Government Appropriations Act for Fiscal
year 2001, apply to this information collection and comply with all
applicable information quality guidelines, i.e., OMB and specific
operating unit guidelines.

This proposed collection of information will result in information that
will be collected, maintained, and used in a way consistent with all
applicable OMB and USPTO Information Quality Guidelines. (See Ref. B,
the USPTO Information Quality Guidelines.)>5

In my comments on that ICR, I noted that the first paragraph of this text is
nonsensical and the second is a non sequitur.>¢ It is nonsensical to say that the
information quality guidelines comply with the information quality guidelines. It is a
non sequitur to say that information collected by an ICR will be used in a way that
complies with the IQA when the information itself does not.

The USPTO had the benefit of these comments and about a year to make
these corrections before resubmitting its revised Supporting Statement in December
2009. The Patent Office made no corrections.>”

The USPTO now publishes a draft revision to the Supporting Statement
intended to justify the revised ICR. The Patent Office still has made no corrections.>8

In Section VII.A I note that the USPTO has been persistently unresponsive to
public comment. I use as my example the fact that, despite extensive public
comments highly critical of its burden estimates, it has made hardly any revisions.
Even if it is generously assumed that the USPTO has legitimate reasons for
disagreeing with commenters on burden estimates, correcting the bizarre errors
mentioned here entail no substantive controversy. The USPTO’s refusal to correct
even errors such as this cannot be charitably rationalized.

Correction requested: The USPTO should replace the text in the Supporting
Statement with the following:

55 U.S. Patent and Trademark Office (2002, Section VII).
56 Belzer (2008a, 2008b).

57 U.S. Patent and Trademark Office (20084, p. 3).

58 U.S. Patent and Trademark Office (2010c, p. 3).
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The Information Quality Guidelines issued by the Office of
Management and Budget to implement Section 515 of Public Law 106-
554, Treasury and General Government Appropriations Act for Fiscal
year 2001 (codified at 44 U.S.C. § 35216 note) and the agency-specific
implementing guidelines issued by the USPTO apply to this Supporting
Statement, all additional information disseminated by the USPTO
accompanying this Supporting Statement, and the Federal Register
notice announcing the dissemination of these materials.

In accordance with these guidelines, all information contained
herein must satisfy applicable standards for objectivity (in both
presentational and substantive respects), integrity, and utility, as those
terms are defined in the guidelines, at a standard appropriate for
influential information.

Prior to dissemination, these guidelines require the USPTO to
conduct pre-dissemination review of all information proposed to be
disseminated.

[Insert text fully describing the pre-dissemination review
actually performed by the USPTO to ensure and maximize the quality of
the information to be disseminated.]

B. Opinion and belief are presumptively noncompliant with the objectivity
standard

Applicable information quality guidelines require information, and especially
influential information, to satisfy tests for substantive and presentational
objectivity. Much of the USPTO’s burden estimation methodology is inherently
subjective because it relies on the opinions and beliefs of Patent Office staff, or
perhaps the contractors who actually prepare its ICRs.

Correction requested: The USPTO must cease and desist from using opinion
and belief in lieu of information that adheres to the objectivity standard. In the long
run, major changes in the Patent Office’s burden estimation methodology are
necessary, and some efforts along these lines seem to be underway.° In my public
comments on the proposed methodology, I raised serious concerns about whether
the approach being taken could ever succeed.®?

Until such time as the USPTO devises a credible, peer reviewed and publicly
vetted burden-estimation methodology, it should supplant its own opinions and
beliefs with well-documented estimates provided by public commenters. USPTO
personnel have expertise in estimating burdens of patent examination, but they
have no special expertise with respect to the burdens of patent application and

prosecution.

59 ICF International (2010).
60 Belzer (2010).
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C. The USPTO persists in using medians instead of means despite knowing
that medians are biased measures of central tendency, and thus violate
the Information Quality Act

A notable exception to the USPTO’s reliance on opinion and belief is its
estimate of the hourly rates charged by patent counsel. The USPTO relies on “the
median rate for attorneys in private firms as published in the 2009 report of the
Committee on Economics of Legal Practice of the American Intellectual Property
Law Association (AIPLA).”¢1 Though the nominal amounts differ slightly, the
October 2008 and December 2009 Supporting Statements all use the same median
figure.62

For any asymmetrical distribution, medians are biased estimators of central
tendency. I have pointed this out in previous public comments on the Patent Office’s
burden estimation methodology,3 as have several others. Most recently, Dr. Ron
Katznelson submitted a formal IQA error correction petition regarding this and
other information quality errors contained in the Supporting Statement for ICR
0651-0031.64

Correction requested: The USPTO must cease and desist using medians as
estimators of average burden. For deriving aggregate burden, the USPTO must use
the arithmetic mean estimate of individual respondent burden and multiply it by an
unbiased estimate of the number of responses, properly adjusted over the expected
term of the clearance for expected changes in their number.

For individual burden, the USPTO should use the best, unbiased estimate of
the central tendency of the predicted or empirical distribution. This may be the
arithmetic, geometric, or harmonic mean. It must never use the minimum, any
specific percentile of the distribution, or any other figure that is based on the
opinion or belief of USPTO personnel.

To estimate the number of respondents, the USPTO must use the best,
unbiased estimator of the central tendency of the predicted or empirical
distribution. It must never use the minimum, any specific percentile of the
distribution, or any other figure that is based on the opinion or belief of USPTO
personnel. In any case where this estimate differs from estimates elsewhere
disseminated by the USPTO, or provided to OMB in the course of preparing the
President’s annual budget, information disseminated as part of an ICR (including
Federal Register notices, Supporting Statements, and other materials) must fully
explain the reason why they are different.

61 U.S. Patent and Trademark Office (2010c).
62 U.S. Patent and Trademark Office (2008d, 2009).
63 Belzer (2010).

64 Katznelson (2010). Contrary to OMB instructions, the USPTO has not made this
document publicly available on its web site.
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D. The USPTO persists in relying upon third-party survey data that do not
comply with applicable information quality standards and guidelines, and
thus violate the Information Quality Act

For many components of burden, the USPTO relies on the AIPLA economic
survey. These biennial surveys are undoubtedly convenient, but they do not comply
with applicable information quality guidelines. The USPTO is fully aware of these
defects because they have been explained to the Patent Office in previous public
comments.%°

[ summarize the main points below.
1. Representativeness of the sample frame

The AIPLA economic surveys are not surveys at all; they are attempts to
perform a census. The 2009 "survey” is a census of 15,395 members and known
nonmembers. This sample frame may be representative, but representativeness
cannot be simply assumed, as the USPTO implicitly does.

This is unacceptable statistical practice and it violates established standards
and guidelines for statistical surveys.t® The USPTO has an obligation under
applicable information quality guidelines to ensure that third-party information on
which it relies and disseminates approvingly meet the same standards that would
apply if the information was produced or sponsored by the agency.

2. Response rate

The 2009 AIPLA economic survey has a reported unit response rate of no
more than 21%. On the crucial question of hourly rates, the survey response is only
11.8%.%7 The USPTO bases its estimate of the hourly rate for patent attorneys on a
sample in which more than seven out of eight respondents declined to provide
information.

The USPTO also relies on AIPLA survey data for some of its estimates of the
number of burden-hours required to perform certain specified tasks. For the task of
preparing an “original non-provisional utility patent application on inventions of
minimal complexity,” the average reported cost was $7,879. The response rate was
as low as 7.9%.%8 Only 368 respondents provided data on the cost of filing an appeal
with oral argument.®®

65 Belzer (2010).
66 Office of Management and Budget (2006).

67 American Intellectual Law Property Association (2009, I-6; 1,824 responses out of
15,395 survey recipients).

68 American Intellectual Law Property Association (2009, p. 1-110). What proportion
of the 15,395 respondents file utility patent applications is not clear.

69 American Intellectual Law Property Association (2009, p.1-113).
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Federal statistical policy requires agencies to “design ... survey[s] to achieve
the highest practical rates of response, commensurate with the importance of
survey uses, respondent burden, and data collection costs, to ensure that survey
results are representative of the target population so that they can be used with
confidence to inform decisions.””?

When the overall unit response rate is less than 80% or an item response
rate is less than 70%, Federal guidelines require the agency to conduct a
nonresponse bias analysis. The USPTO has not performed such an analysis; in the
Supporting Statements that use AIPLA survey data, the USPTO does not even report
the response rates.

3. Respondents not informed about PRA burden definition

For any response in the AIPLA economic survey to be plausibly valid for
estimating the number of burden-hours required to perform an information
collection task, the survey must ask respondents to provide estimates for
completing each information collection task in a manner consistent with the
definition of burden in the Paperwork Reduction Act and its implementing
regulations.

The AIPLA economic survey questionnaire does not do either of these things.
The questionnaire does not define cost, much less burden. Survey results show wide
ranges in reported values for “typical charges and costs,” suggesting that
respondents had very different understandings of what they were supposed to
include. The questionnaire asks respondents to report these “typical charges and
costs” for a list of broad tasks. Some of these tasks correlate better with information
collection components than others.

Correction requested: The USPTO must cease and desist disseminating data
from the AIPLA economic surveys, or using them for deriving burden estimates,
unless and until it can show that these data adhere to applicable information quality
standards. The Patent Office should consider collaborating with the AIPLA on a new
survey instrument that complies with information quality and statistical policy
standards. Such a survey would be a new information collection subject to OMB
review, even if the AIPLA fully funds and administers it, because collaboration
implies agency sponsorship.

E. Nondisclosure of the data and models used to derive estimates of the
numbers of responses for each information collection

Both OMB’s and the USPTO’s information quality guidelines require that
information disseminated by the USPTO satisfy applicable standards for
transparency and reproducibility. Transparency requires the USPTO to clearly
identify all sources for the information it disseminates. Reproducibility requires the

70 Office of Management and Budget (Office of Management and Budget 2006, ;
Federal Statistical Policy Standard 1.3).
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USPTO to show its work so that qualified third parties can reproduce it within a
reasonable margin of error.

The USPTO’s estimates of the expected numbers of responses for each
information collection have never met these standards.’! Moreover, to date the
USPTO has not credibly responded to public comments on the point, either to make
corrections or to explain why I am in error.

This Supporting Statement follows the same pattern. The USPTO discloses
only its estimates; it discloses none of the sources. Except for the trivial arithmetic
task of multiplying numbers of respondents by numbers of burden-hours, it is
impossible for a qualified third party to reproduce the USPTO’s estimates.

Correction requested: The USPTO must disclose all data and models used to
derive its estimates of the numbers of responses for each information collection.
Further, the E-Government Act of 2002 requires the PTO to make this information
available on the agency’s web site at about the time of the NPRM.72 Sufficient detail
must be provided in the next version of the Supporting Statement to enable
qualified third parties to reproduce the Patent Office’s estimates within a reasonable
margin of error.

VII.  Systemic Defects in the USPTO’s Administrative Practices

This ICR is not unusual; rather, it is representative of the systemic defects
that characterize the USPTO’s administrative practices. The Patent Office is cavalier
about public comment; it withholds crucial information from the public, making
public participation difficult and evading accountability; and for all we can tell, it
makes momentous decisions based on the most cursory policy analysis.

A. Unresponsiveness to public comments

The purpose of public notice is to alert the affected public to what an agency
plans to do so that it can provide informed feedback to the agency. In the case of the
Paperwork Reduction Act, these purposes are codified in statute. Agencies must
make good faith efforts to consult with the affected public before developing
information collection requests. Then they must publish 60-day notices that give all
of the public an opportunity to review their work and provide meaningful, informed
comment. Agencies are obligated to take these comments into account as they
prepare an information collection request for submission to OMB.

The USPTO complies with only the most minimal of these statutory duties. It
does not consult with the affected public before developing draft information
collection requests, notwithstanding boilerplate claims otherwise in ICR Supporting
Statements. It publishes 60-day notices that are usually indecipherable, even to
reviewers who are experienced in paperwork review. This deters public comment

71 See, e.g., Belzer (2008a, 2008b).

72 E-Government Act of 2002, Pub.L. 107-347 (Dec. 17, 2002), § 206(d), codified in
notes to 44 U.S.C. § 3501.
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generally, but as the record for this information collection request shows, not
completely. Nonetheless, the Patent Office largely ignores the comments it receives.
In its Supporting Statements, the Patent Office uses several different approaches to
avoid being responsive. It recharacterizes some comments in ways the author never
intended, and then responds to the recharacterized comment. It responds to other
comments by non sequitur. And it ignores critical comments that cannot be
dismissed in one of the preceding ways. On the rare occasion when the USPTO

receives a supportive comment, this comment trumps all others.

The USPTO’s unresponsiveness to public comments is easily illustrated. The
table below shows how the USPTO’s burden estimates for this ICR have evolved
since 2008, by showing how the Patent Office has responded to the most elementary
of comments—comments that dispute the Patent Office’s burden estimates and
provide alternative estimates based on actual experience. Despite multiple rounds
of public comment, the USPTO’s burden estimates are essentially unchanged. In
2009, the USPTO increased its estimated number of burden-hours for preparing an
Appeal Brief from 30 to 34 hours; it now proposes to decrease it to 31.73 The
numbers of responses have changed little, except for a proposed 55%
“administrative adjustment” proposed in this draft ICR revision. The Office’ hourly
rate for patent counsel time is unchanged.

USPTO Burden Estimates Related to BPAI Appeals Practice

Information
Collection

6/9/08
[a]

10/9/08
[b]

12/3/09
[c]

11/4/10
[d]

6/9/08
[a]

10/9/08
[b]

12/3/09
[c]

11/4/10
[d]

Estimate

d Responses

Estimated Burden-ho

urs

Appeal
Briefs

23,145

23,145

23,145

1,872
24,869

30

30

34

31
31

Petition for
Extension of
Time for
Filing Paper
After Brief

2,298

2,298

NA

NA

15

15

NA

NA

Petition to
Increase
Page Limit

1,315

1,315

NA

NA

15

15

NA

NA

Reply Briefs

4,947

4,947

4,947

536
7,122

Requests
for
Rehearing
Before the
BPAI

123

123

123

26
352

73 This downward revision is the product of an unsupported assertion that the
proposed changes “will result in a net average decrease of approximately 3 hours per
appeal brief from the prior estimate.” See U.S. Patent and Trademark Office (2010c, p. 10).
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USPTO Burden Estimates Related to BPAI Appeals Practice

6/9/08 | 10/9/08 | 12/3/09 | 11/4/10 | 6/9/08 | 10/9/08 | 12/3/09 | 11/4/10
[a] [b] [c] [d] [a] [b] [c] [d]

Information

Collection Estimated Responses Estimated Burden-hours
Amendment - -- -- 19 -- -- -- 2
248 2
Totals | 31,828 31,828 28,215 35,044

a] U.S. Patent and Trademark Office (2008a).
b] U.S. Patent and Trademark Office (2008a).
c] U.S. Patent and Trademark Office (2008d). NA = Not Approved. Italics are electronic submissions.

[
[
[
[d] U.S. Patent and Trademark Office (2009). NA = Not Approved. Italics are electronic submissions.

B. The USPTO withholds from the public information that is crucial for its
decision-making

Section VI above (and especially Subsection VI.E, which listed specific
information quality defects in this ICR), scratches the surface of the vast array of
crucial information the USPTO routinely withholds from the public. This has made
fully informed public comment on the USPTO’s information collection requests an
impossible task. By withholding crucial information, the USPTO violates both the
spirit and the letter of the Paperwork Reduction Act.

The USPTO withholds other information that arguably constitutes a more
egregious error. Each time the Patent Office proposes to make changes in regulation,
guidance, or paperwork, policy analysis of some sort must have been conducted to
inform the development of the proposal. However, the USPTO never reveals these
policy analyses to the public. At best, the USPTO reveals only their conclusions.

This conduct likely violates the Administrative Procedure Act, which requires
agencies to disclose a reasoned basis for their decisions. The USPTO has been
fortunate that few of its regulatory actions have been challenged in Federal court,
though the Patent Office has fared badly in the handful that have been challenged. It
is also blessed that the Paperwork Reduction Act has no private right of action to
contest agency nonfeasance and malfeasance. Under current law, OMB alone has the
authority to decide how much nonfeasance and malfeasance to tolerate, and OMB
has shown remarkable restraint by allowing the USPTO to perform at such an
abysmal level for so long.

These advantages are fleeting. Over the past several years, the USPTO has
sought to promulgate numerous regulations in order to “share the burden of
examination” with its customers—i.e., shift as much as possible of its own costs to
applicants in order to improve certain performance indicators such as patent
pendency. These efforts have failed spectacularly, both in Federal court and in the
astounding damage done to the Patent Office’s relations with its customers. Future
legal disasters can be avoided by refraining from trying to promulgate illegal
regulations. Restoring good working relationships with customers, however,
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requires major internal reforms to its administrative procedures. Foremost among
the reforms needed is transparency.

C. Proposed actions often are grounded on inadequate policy analysis

A plausible reason why the USPTO refuses to disclose the data and models it
relies upon to develop burden estimates, and the policy analyses it conducts to
inform its administrative decision-making, is that the quality of policy analysis it
conducts and relies upon may be so substandard that disclosure would only result
in further embarrassment.

My reviews of USPTO regulatory and paperwork actions since 2007 lead me
to believe that, in fact, the Office hardly ever conducts any significant policy analysis
to inform its decision-making. USPTO actions suggest a very different model at
work, one in which political officials and/or senior career managers decide based on
intuition or ideology what changes they want to make, then direct rule-writers and
paperwork burden consultants to figure out how best to justify them.

A simple remedy exists that would solve this problem, though it would
require courage to implement. The Director should designate as economically
significant all regulatory actions, changes in guidance, and internal memoranda with
impacts on applicants. I've previously shown why virtually all such actions are likely
to have impacts that exceed the $100 million threshold, just because of the scope of
the Patent Office’s activities.

This would trigger an administrative requirement—one that has been in
place for 30 years, and with which other Federal agencies manage to comply—for
the preparation of a Regulatory Impact Analysis (RIA) in support of each action. The
purpose of performing an RIA is not to deter regulation; rather, it is to help guide
the development of credible regulatory and nonregulatory alternatives offering net
social benefits, and to inform agency heads concerning the likely impacts of
alternatives so that an intelligent decision can be made.

Because the USPTO does not prepare RIAs, the Patent Office can make
intelligent regulatory decisions only by chance. The available evidence I've seen
since I began reviewing USPTO in 2007 is that the Patent Office does not have very
good luck.

(oo~

Attachment A:

Richard B. Belzer, Public Comment Letter to Mr. Nicholas A. Fraser, Desk Officer for
the U.S. Patent and Trademark Office, Office of Information and Regulatory
Affairs, Office of Management and Budget, RE ICR 0651-00xx (October 14,
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2008) (downloadable from
http: //www.reginfo.gov/public/do/DownloadDocument?documentID=9055
4&version=1).

Attachment B:

Richard B. Belzer, Public Comment Letter to Mr. Nicholas A. Fraser, Desk Officer for
the U.S. Patent and Trademark Office, Office of Information and Regulatory
Affairs, Office of Management and Budget, RE: ICR 0651-00xx: ICs and
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RICHARD B. BELZER

October 14, 2008

Mr. Nicholas A. Fraser

Desk Officer for the U.S. Patent and Trademark Office
Office of Information and Regulatory Affairs

Office of Management and Budget

Washington, DC 20503

RE: ICR 0651-00xx
Dear Mr. Fraser:

On October 8, 2008, the U.S. Patent and Trademark Office (PTO) published
a notice in the Federal Register announcing the submission of an Information
Collection Request (ICR) to the Office of Management and Budget (OMB) pursuant
to the Paperwork Reduction Act (PRA, or “Paperwork Act”).' This submission was
entered into OMB’s database as ICR Reference No: 200809-0651-003 on October
10, 2008. The timing of this submission is crucial. PTO is in a hurry because, on the
very last date that OMB’s review of the ICR can legally conclude, a regulation
hereinafter referred to as the “BPAI Appeals Rule” is scheduled to go into effect.”
Without a valid OMB Control Number, PTO’s Board of Patent Appeals and
Interferences (BPAI) cannot enforce this rule. Appellants are legally entitled not to
follow the new procedures set forth therein.

To the extent that this impending deadline creates a “crisis,” it is one of
PTO’s own making. From the outset of this rulemaking, PTO has misled OMB about
the scope and scale of the rule, falsely designating it “not significant” to escape
review under Executive Order 12866, and violating multiple provisions of the
Paperwork Act beginning with false certification that the rule entailed no
incremental paperwork burden. Every public act by PTO since it issued the proposed
rule on July 30, 2007, has been designed to cover up the initial decision to evade
longstanding statutory requirements and executive oversight procedures.

' U.S. Patent and Trademark Office, “U.S. Patent and Trademark Office, Board of
Patent Appeals and Interferences, “New Collection; Comment Request.” 73 Fed. Reg. 58973
(October 8, 2008).

* U.S. Patent and Trademark Office, Board of Patent Appeals and Interferences,
“Rules of Practice Before the Board of Patent Appeals and Interferences in Ex Parte
Appeals; Final Rule,” 73 Fed. Reg. 32937-32977 (June 10, 2008).
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Fortunately, there is no actual crisis. BPAI already has rules in place
governing appeal procedures, and it can proceed quite comfortably under these rules
as it has done for many years. Indeed, BPAI has managed quite well considering that
during all this time it has lacked a valid OMB Control Number for the paperwork
requirements in its current regulations and no one has complained. This may be the
largest illegal information collection ever undertaken by a federal agency since the
Paperwork Reduction Act was passed by Congress in 1980.

For the reasons set forth below, PTO’s actions violate the PRA* and the
Information Collection Rule’ several different ways. PTO cannot legally proceed on
its current path and comply with the Paperwork Reduction Act. Moreover, there is
no way for OMB to approve the information collection burdens in this ICR and
uphold its responsibilities to protect the public from abusive paperwork burdens.

It is imperative that OMB designate this ICR as improperly submitted,
because it is an attempted end-run around an existing ICR review, or disapprove it
on account of any one of at least nine incurable violations of the PRA and OMB’s
Information Collection Rule. The rule itself is not urgently needed, and its purported
raison d’étre vanished when, in Tafas v. Dudas, the District Court for the Eastern
District of Virginia vacated a previously promulgated rule that would have flooded
BPAI with appeals.® This vacature means the “crisis” in BPAI appeals that PTO had
knowingly engineered has vanished.

? For fiscal year 2007, OMB reports 53 violations in which an agency had imposed
an information collection without first securing OMB approval. See Office of Management
and Budget, Information Collection Budget of the United States Government: Fiscal Year
2007, pp. 157-168 (Appendix C). In none of these cases was a senior agency official
personally responsible for the violation, nor was the illegal burden anything but a small
fraction of the burden in this case, which is no less than $254 million.

444 U.S.C. Chapter 35.
55 C.F.R. Part 1320.

6 U.S. Patent and Trademark Office, “Changes To Practice for Continued
Examination Filings, Patent Applications Containing Patentably Indistinct Claims, and
Examination of Claims in Patent Applications,” 72 Fed. Reg. 46835 (August 21, 2007).
This rule was enjoined in Tafas v. Dudas, 541 F.Supp.2d 805 (E.D. Va. Apr. 1, 2008).
Because this rule would have sharply restricted inventors’ access to a longstanding
procedure known as “continuations,” inventors would have no other options besides appeal.
PTO knew this would happen, and indeed, encouraged it. See 72 Fed. Reg. 46720. The
BPAI Appeals Rule cleverly penalizes inventors if they try to exercise this statutory right.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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If the rule of law is the hallmark of good government, then PTO must be
directed to withdraw the BPAI Appeals Rule and ordered to comply with the
Paperwork Act instead of flouting every significant provision and expecting OMB to
cover up its malfeasance. Moreover, this rule should be designated an economically
significant regulatory action under Executive Order 12866. OMB should exercise its
authority under 5 C.F.R. § 1320.18(b) to “initiate a rulemaking proceeding to
determine whether an agency's collection of information is consistent with statutory
standards.”

Background

The substance of ICR 0651-00xx is likely to be unfamiliar and confusing.
There are three reasons for this. First, this ICR concerns information collection
requirements that are part of ICR 0651-0031, which has been under review by OMB
since September 26. 2007.” T submitted comments on this ICR on October 18, 2007,"
and January 16, 2008.° My October 2007 comments alerted OMB of PTO’s July 30,
2007, proposed BPAI Appeals Rule. This alert was important because OMB staff
were unaware of it; PTO did not submit the draft proposed rule to OMB for review
as required by Executive Order 12866 even though it had to know it would be highly
controversial.'® During this meeting, which PTO officials attended in accordance
with the strict procedures of Executive Order 12866, it was agreed by all that any
paperwork burdens associated with the BPAI Appeals Rule would be incorporated

" U.S. Patent and Trademark Office, “Submission for OMB Review; Comment
Request.” 72 Fed. Reg. 53232 (September 18, 2007). The ICR was entered into OMB’s
computer system on September 26™. See
http://www.reginfo.gov/public/do/PRAViewICR?ref nbr=200707-0651-005.

¥ Richard B. Belzer, “Cost of Complying with the Proposed IDS Rule; Meeting at
OMB, October 18, 2007.” Online at
http://www.reginfo.gov/public/do/DownloadDocument?documentID=57760& version=1.

? Richard B. Belzer, “Letter to Susan E. Dudley, Administrator, Office of
Information and Regulatory Affairs.” Online at
http://www.reginfo.gov/public/do/DownloadDocument?documentID=57744 & version=1.

' PTO published the proposed BPAI Appeals Rule two weeks after OMB had
concluded its review of the “Claims and Continuations” rule mentioned in footnote 6. It is
entirely plausible, if not likely, that OMB review of the “Claims and Continuations” rule
would have been very different if PTO had revealed the proposed BPAI Appeals Rule to
OMB.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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into ICR 0651-0031."" My January 2008 comments estimated about 2 million hours
of paperwork burden costing about $850 million per year. This new ICR is an
attempt by PTO to circumvent its responsibility to respond to this and other public
comments on ICR 0651-0031. In short, through ICR 0651-00xx, PTO is trying to
renege on this agreement.

Second, though PTO is not all transparent about it, this ICR also is intended
to cure the fact that longstanding BPAI regulations impose millions of hours of
paperwork burden costing hundreds of millions of dollars, all without the benefit of a
valid OMB Control Number. PTO has disregarded the law in large part because the
public protection provisions in the Paperwork Act (44 U.S.C. § 3512) are extremely
difficult to exercise. Inventors do not face an enforcement action in which the
affirmative defense in § 3512(a) could be offered. Rather, inventors seek a public
benefit to which they are statutorily entitled, and the very agency that is imposing
the illegal paperwork burden has considerable power to deny this benefit if inventors
dare to exercise their legal rights."

Third, PTO evaded the discipline of Executive Order 12866 by deeming the
proposed BPAI Appeals Rule as “not significant.” The preambles of both the rules
declare:

This rulemaking has been determined to be not significant for the
purpose of Executive Order 12866 (Sept. 30, 1993)."

"' A formal meeting was held under Executive Order 12866 because ICR 0651-0031
included burdens associated with yet another rulemaking then under review by OMB:

“Changes To Information Disclosure Statement Requirements and Other Related Matters,”
RIN 0651-AB9S.

'> OMB can enable appellants to protect their rights simply by disapproving the
ICR. See 5 C.F.R. § 1320.6(c)(1): “If OMB disapproves the whole of such a collection of
information ..., the agency shall grant the benefit to (or not impose the penalty on) otherwise
qualified persons without requesting further proof concerning the condition” (emphasis
added).

1 See 72 Fed. Reg. 41484 (proposed rule) and 73 Fed. Reg. 32972 (final rule). In
addition to tens or hundreds of millions of dollars in paperwork burden, the BPAI Appeals
Rule has significant economic costs. The rule (1) raises the cost of filing appeals, so as to
reduce their number; and (2) shifts the burden of proof in appeals so that patent applicants
are less likely to win. Both of these ostensibly procedural changes destroy intellectual
property rights.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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PTO’s use of passive voice is revealing. PTO does not disclose who made this
determination or its factual basis.

Now comes ICR 0651-00xx. In the Supporting Statement, PTO summarizes
these burdens as reported in Table 1 below.'* PTO has suddenly discovered more
than $250 million in annual paperwork burden.

With this background, I will proceed to document the many ways PTO has
violated the Paperwork Reduction Act and OMB’s Information Collection Rule.

1. ICR 0651-00xx is improperly submitted.

This ICR concerns paperwork burdens that are part of ICR 0651-0031, which
is currently under OMB review and regarding which OMB has received significant
public comment contesting PTO’s burden estimates. It is neither appropriate nor
legal for PTO to submit a new ICR in order to escape its obligation to respond to
public comment on an existing ICR. The right course of action is for OMB to
designate ICR 0651-00xx improperly submitted and direct PTO to respond to public
comments it has already received on ICR 0651-0031. If PTO can make a good case
for splitting ICR 0651-0031 into multiple ICRs, OMB can manage that transition at a
future date when the substance of the ICR is not actively contested.

2. ICR 0651-00xx is an illicit attempt to cure the false certification of no
burden PTO made in the proposed BPAI Appeals Rule.

Pro forma compliance with 5 C.F.R § 1320.11 is sufficient when agency
heads certify that a proposed rule contains no new burden. However, any such
certification is reasonably assumed to be true, and certainly not knowingly false.
That this certification was knowingly false requires only the inference that Jon W.
Dudas, Under Secretary of Commerce and Director of the U.S. Patent and
Trademark Office, can distinguish between $0 and $250 million.

'Y PTO’s burden estimates are contested. That dispute need not be addressed to
appreciate the magnitude of the burdens that are not disputed.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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Table 1: Paperwork Burden Estimates for the BPAI Appeals Rule Provided by PTO, October

10, 2008.
Responses Burden-hours Total Cost
BPAI Actions' 31,828 773,895 $239,907,450
Oral Hearings’ 28,595 5,719 $1,772,890
Non-hour Burdens® 15,983 - $263,721
Filing Fees® 31,828 $12,645,340
Total Burdens 108,234 779,614 $254,589,401

Sources:

! Supporting Statement, Table 5.
? Supporting Statement, Table 6.
? Supporting Statement, Table 7.
* Supporting Statement, Table 8.

3. PTO failed to provide timely notice of impending paperwork burden
and a request for public comment.

The Paperwork Act and 5 C.F.R. § 1320.11 are clear: the legally prescribed
time at which public notice and request for comment on practical utility and burden
must be provided is at the same time as a proposed rule is published. PTO did not
comply. PTO published what it called a “60-day notice” on June 9, 2008."° This
notice was more than 10 months late; PTO published the notice of proposed
rulemaking on July 30, 2007.

4. PTO’s failure to provide timely notice deprived OMB of its legal
right to review and comment on the practical utility and burden of
the proposed collection.

Like the public, PTO also kept OMB in the dark. PTO’s decision to evade
Executive Order 12866 may have made its cover-up of paperwork burden a
necessary tactic. PTO would have been hard pressed to explain to OMB how its
policy officials could designate a rule as “not significant” when it was responsible
for tens or hundreds of millions of dollars in paperwork burden.

' U.S. Patent and Trademark Office, Board of Patent Appeals and Interferences
Actions, “New collection; comment request.” 73 Fed. Reg. 32559 (June 9, 2008).

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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5. PTO’s “60-day notice” is illegal.

PTO published its so-called “60-day notice” on June 9, 2008.'® In doing so,
PTO has misused a legal provision that concerns nonregulatory ICRs (44 U.S.C. §
3507(c); 5 C.F.R. § 1320.10) and applied it to a regulatory ICR covered by different
authorities (44 U.S.C. § 3507(d); 5 C.F.R. § 1320.11). These provisions are not
different by accident; the law requires simultaneous notice with the notice of
proposed rulemaking to ensure that the public has a timely opportunity for public
comment on both practical utility and burden. PTO cannot mix and match provisions
of the Paperwork Act and the Information Collection Rule based on what it finds
convenient.

6. PTO’s illegal “60-day notice” did not distinguish between the
burdens associated with the BPAI Appeals Rule and the pre-existing
burdens for which PTO does not have a valid OMB Control Number.

There are two categories of paperwork burden that ought to be contained in
this notice: (1) burdens associated with information collection requirements imposed
by current regulations; and (2) burdens associated with the BPAI Appeals Rule.
PTO’s notice discusses only the first category and whitewashes the second. The
request for comment explicitly notes that public commenters on the proposed rule
identified paperwork burden and that the Paperwork Act requires PTO to seek public
comment on such burdens. However, the notice fails to distinguish between baseline
burdens that the Patent Office has never before acknowledged and the new burdens
imposed by the BPAI Appeals Rule.

7. PTO’s illegal “60-day notice” did not provide a genuine opportunity
for public comment on the incremental burdens associated with the
BPAI Appeals Rule.

PTO promulgated the final BPAI Appeals Rule on June 10, 2008."7 This is
one day after publishing its illegal “60-day notice.”'® It is comical to imagine that
PTO believes that a “60-day notice” related to a proposed rule could be published
one day before promulgating a final rule that makes public notice superfluous. It is
hard to find a more craven disregard for the law than this.

'® See footnote 15.
7 See footnote 2.

¥ See footnote 16.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
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8. Some of the substantive contents of ICR 0651-00xx are arguably
illegal.

The BPAI Appeals Rule makes subtle but substantive changes in patent law,
most notably by reversing the burden of proof to the disadvantage of appellants and
in favor of PTO. The purpose of this change is to reduce the number of appeals that
inventors win, and thereby discourage future appeals from being filed. If subjected to
legal challenge, PTO is likely to lose. It has recently lost litigation, Tafas v. Dudas,
541 F.Supp.2d 805 (E.D. Va. Apr. 1, 2008), in which the Court vacated rules
because the Patent Office lacks the authority to promulgate substantive regulations,
particularly those that shift burdens of proof (541 F.Supp.2d at 817). PTO has
appealed the District Court decision to the Court of Appeals for the Federal Circuit.
Unless and until it prevails on appeal, and the remaining issues raised at District
Court but not decided are resolved in the Patent Office’s favor, PTO lacks any
authority to promulgate substantive regulations that make it more difficult to obtain
and secure statutorily authorized patent rights.

9. Some of the substantive contents of ICR 0651-00xx are flagrantly and
abusively duplicative.

Among other things, the BPAI Appeals Rule requires appellants to provide
exactly the same information that they previously submitted to PTO, but in a
different format solely for the convenience of the BPAI. The ICR claims that these
provisions are “not unnecessarily” duplicative, but the only arguments the Patent
Office can muster are that duplication “saves agency resources” and, what is the
same thing, it “promotes judicial economy” (Supporting Statement, p. 13). PTO
clearly does not understand that the purpose of the Paperwork Reduction Act is to
protect the public from government inefficiency and abuse, and that duplicative
burden cannot be justified on the ground of agency convenience.

10. PTO did not publish the required notice and explanations in the final
rule.

PTO published its so-called “60-day notice” and request for comment on
June 9, 2008, one day before promulgating the final rule. In the June 9™ notice, PTO
implies that this satisfies the requirements of § 1320.11(a) that pertain to proposed
rules. Even if the law could be stretched to accommodate this bizarre claim, the same
notice cannot be used to provide the § 1320.11(h) notice and explanations required
to accompany final rules.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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PRA Violation #1: 0651-00xx is improperly submitted.

The PTO’s October 10" submission that ICR 06510-00xx is a “new”
information collection. It is not. This ICR concerns paperwork burdens associated
with certain elements in ICR 0651-0031, the most recent renewal submission being
ICR 200707-0651-005 on September 26, 2007." PTO’s existing clearance for
matters related to BPAI appeals accounts for only the 12-minute clerical burden of
submitting a form, not the burden of preparing documents to which the form applies.
In the September 2007 renewal submission, PTO for the first time acknowledged
that appeal briefs themselves require on average an additional 5 hours to prepare at a
cost of $2,205 each. Multiplying by the 16,500 annual responses the Patent Office
forecast, the total cost of burden was said to be about $7.3 million.

I submitted public comments on ICR 0651-0031 to OMB on October 18
2007, and on January 16, 2007. OMB also received a public comment from Dr. Ron
Katznelson on November 2, 2007. These public comments, individually and
collectively, demonstrate that ICR 0651-0031 entails new paperwork burdens easily
exceeding $10 billion per year, mostly due to recent rulemaking activities. My
second public comment included burden estimates specifically related to BPAI
appeals. I estimated a total of 1.8 to 1.9 million burden-hours costing $820 to $860
million per year.

Obviously, my estimates are a far cry from PTO’s 3,300 burden-hour and
$7.3 million cost estimate. However, PTO is slowly coming around to agreeing with
me. In the Supporting Statement for ICR 0651-00xx, PTO now says appeal briefs
require an average of 30 hours to prepare (not 5) and that there will be 23,145 of
them per year (not 16,500), for a total cost of $215 million.*

To date, PTO has not responded to my January 2008 public comment, and
ICR 0651-0031 has languished without any progress toward resolution for more than
12 months. OMB has been negligent, too, preferring instead to issue a series of
temporary extensions that prevent ICR 0651-0031 from lapsing but doing nothing to
ensure that accurate burden estimates are booked in the Information Collection
Budget and charged to PTO and its parent Department of Commerce.

" See, e.g., the row labeled Notice of Appeal, referencing Form PTO/SB/31.

**ICR 0651-00xx Supporting Statement, p. 20 (Table 5). There are numerous other
specific paperwork burdens besides this one. I use it for illustrative purposes.

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
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I provided my October 18, 2007, public comment to OMB in person.
Because one of the draft rules responsible for these burdens was then under OMB
review pursuant to Executive Order 12866,”' that meeting was held with PTO
officials present in accordance with the strict rules that govern ex parte meetings
under the Executive Order. During this meeting, it was agreed that ICR 0651-0031
would cover any paperwork burdens associated with PTO’s then-proposed BPAI
Appeals Rule. This was entirely logical; actions that change burdens associated with
the examination part of patent processing have spillover effects on the burdens of the
appeals part, and vice versa. There is a serious risk that splitting the appeals-related
IC elements from the examination-related IC elements could require both ICR 0651-
0031 and 0651-00xx to be reopened each time a change is made in either one.*

PTO now wants to renege on that agreement and circumvent the normal
requirements of the Paperwork Reduction Act and OMB’s Information Collection
Rule. PTO is required to respond to the public comments OMB received and seek to
reconcile its burden estimates with those provided by the public. If my estimates are
erroneous, PTO is obligated to show why. PTO is not permitted to ignore public
comments and submit a “new” ICR and pretend that previously submitted public
comments do not exist.

OMB should not knowingly permit PTO to violate the law, and OMB should
not be party to PTO’s lawbreaking by violating its own rules and public
commitments. New ICR 0651-00xx was improperly submitted. OMB must exercise
the authority delegated by Congress to enforce the law or cause its administration of
the Paperwork Reduction Act to fall into disrepute.

PRA Violation #2: ICR 0651-00xx is an illicit attempt to cure the false
certification of no burden PTO made in the proposed
BPAI Appeals Rule.

An authorized agency official can comply pro forma with § 1320.11 by
certifying that a proposed rule contains no new paperwork burdens. In the notice of
proposed rulemaking for the BPAI Appeals Rule, Under Secretary of Commerce for
Intellectual Property Jon W. Dudas makes such a certification:

! See footnote 11.

* Because of these known interactions, it is not at all clear why separating appeals-
related and examination-related ICs is consistent with the Paperwork Act‘s standards for
good information policy.
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This proposed rule involves information collection requirements
which are subject to review by the Office of Management and Budget
(OMB) under the Paperwork Reduction Act of 1995 (44 U.S.C. 3501
et seq.). The collection of information involved in this proposed rule
has been reviewed and previously approved by OMB under control
number 0651-0031. The United States Patent and Trademark Office is
not resubmitting an information collection package to OMB for its
review and approval because the changes in this proposed rule would
not affect the information collection requirements associated with the
information collection under OMB control number 0651-0031
(emphasis added).

On June 9, 2008, PTO implicitly acknowledged that this certification was false when
it published a notice and request for comment on burden estimates totaling thousands
of burden-hours and hundreds of millions of dollars.”

Separate and distinct from the first legal violation, OMB should disapprove
ICR 0651-00xx solely because of Under Secretary Dudas’ unambiguously false
certification that the proposed rule entailed no new burden. Failing to do so would
reward an agency head for his flagrant disregard of the law and the Information
Collection Rule.

PRA Violation #3: PTO failed to provide timely notice of impending
paperwork burden and a request for public comment.

Section 1320.11 of the Information Collection Rule establishes a special
provision for “60-day notices” in the case of proposed rules: notice must accompany
the proposed rule. PTO did not comply with § 1320.11 in any respect. There was
nothing for the public to comment upon, as required by § 1320.11(a) -- except for a
knowingly false certification of no burden.

Separate and distinct from the first two legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because of the PTO’s failure to provide the
statutorily required notice and opportunity for timely public comment on the
paperwork requirements in a notice of proposed rulemaking.*

3 See footnote 1.

*See 5 C.F.R. § 1320.11(d): “If an agency submission is not in compliance with
paragraph (b) of this section, OMB may, subject to paragraph (e) of this section, disapprove
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PRA Violation #4: PTO’s failure to provide timely notice deprived OMB of
its legal right to review and comment on the practical
utility and burden of the proposed collection

Section 1320.11 of the Information Collection Rule also provides an
opportunity for OMB to review a proposed ICR and file public comments (§§
1320.11(b)-(c)). By falsely certifying the absence of paperwork burden, and failing
to prepare and publish objectively-based burden estimates and evidence of practical
utility, PTO evaded the statutorily required OMB review process. OMB was further
disadvantaged because PTO designated the proposed BPAI Appeals Rule as “not
significant” for purposes of Executive Order 12866 review:

This rulemaking has been determined to be not significant for the
purpose of Executive Order 12866 (Sept. 30, 1993).%

On June 9, 2008, PTO sought public comment on an illegal “60-day notice” that
implicitly acknowledges the BPAI Appeals Rule entailed paperwork burdens costing
millions of dollars. Nonetheless, on June 10, 2008, PTO promulgated the rule and
still maintained that it was “not significant.”*°

PTO has carefully hidden the BPAI Appeals Rule from OMB scrutiny. The
October 10, 2008, ICR submission represents the first time PTO has been willing to
subject any part of it to executive oversight.”” PTO makes the public work awfully

the collection of information in the proposed rule within 60 days of receipt of the
submission. If an agency fails to submit a collection of information subject to this section,
OMB may, subject to paragraph (e) of this section, disapprove it at any time” (emphasis
added).

» See footnote 13.

*% The illegality of this notice is explained in PRA Violation #4 below. Public
commenters complained that PTO had incorrectly designated the rule as “not significant” for
purposes of Executive Order 12866. PTO acknowledged having received these comments,
then chose not to respond to them.

* PTO’s tolerance of public review and OMB oversight is very limited. After
refusing to respond to public commenters who raised questions about the substance of the
rule because such questions “fell outside the scope of the requested subject matter
(information collection under the Paperwork Reduction Act)” (see Supporting Statement, p.
7), PTO then launches into an extended, one-sided explanation and defense of the substance
of the rule (see Supporting Statement, pp. 7-11). Apparently, PTO believes it is permitted to
promote what it is doing and refuse to respond to those who dare to disagree.
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hard to learn what it is up to and provide comments to OMB. The Supporting
Statement acknowledges hundreds of millions of dollars in burden, but the public
won’t find these estimates in the Federal Register notice.

Separate and distinct from the first three legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because of the PTO’s failure to make
required submissions to OMB.**

PRA Violation #5: PTO’s “60-day notice” is illegal.

The Paperwork Act and OMB’s Information Collection Rule provide for “60-

day notices” for information collections not associated with rulemaking (44 U.S.C.

§ 3507(c); 5 C.F.R. § 1320.10). Different statutory and regulatory provisions apply
for information collections related to existing rules (44 U.S.C. § 3507(h); 5 C.F.R. §
1320.12) and proposed rules (44 U.S.C. § 3507(d); 5 C.F.R. § 1320.11). Neither the
Paperwork Reduction Act nor the Information Collection Rule permits agencies to
“mix and match” provisions across these subsections. However, that’s exactly what
PTO has done.

On June 9, 2008, PTO published a notice seeking public comment on the
information collection requirements contained in the July 2007 proposed BPAI
Appeals Rule.” This was about 10 months late; by law and regulation, PTO was
required to publish this notice on or before July 30, 2007 — the date it published the
notice of proposed rulemaking.

PTO is seeking to avail itself of the separate and distinct provision in 5
C.F.R. § 1320.10, which applies to ICRs that are not part of a proposed rule. By its
express language, OMB cannot use this section to somehow qualify the June 9™
notice because this section does not apply to ICRs that are related to regulations.*

Separate and distinct from the first four legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because PTO’s failure to provide the

2 See footnote 24.
¥ See footnote 23.

% If OMB were to look the other way and pretend that the June 9™ notice was
somehow equivalent to notice accompanying a proposed rule, it would have to confront an
ugly complication: PTO promulgated the final BPAI Appeals Rule on June 10", That would
make OMB a party to PTO’s lawbreaking.
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statutorily required notice and opportunity for timely public comment on the
paperwork requirements in a notice of proposed rulemaking.’’

PRA Violation #6: PTO’s illegal “60-day notice” did not distinguish
between the burdens associated with the BPAI Appeals
Rule and the pre-existing burdens for which PTO does
not have a valid OMB Control Number.

In the notice and request for comment published on June 9™, PTO says the
notice was motivated by the July 2007 proposed BPAI Appeals Rule. However,
PTQO’s discussion of practical utility and burden is entirely generic. It does not refer
specifically to any of the provisions in the proposed rule that give rise to paperwork
burdens. Rather, PTO carefully avoids any admission that the proposed BPAI
Appeals Rule would create any new burden. Apparently this is necessary to avoid
admitting that Under Secretary Dudas’s certification of no burden for the proposed
rule was knowingly false. This fiction is especially difficult to sustain because PTO
acknowledges that it received a dozen public comments on the proposed rule, all in
opposition, and that many commenters explicitly opposed it because of its
unjustified paperwork burden and Dudas’ false certification that these burdens did
not exist.

The text of the June 9" notice (73 Fed. Reg. 32559) reveals PTO’s chicanery:

The agency received comments from the public concerning the
burden of these rules on the public, in particular the new requirements
that allow the agency to structure the information being received. In
order to ensure that the public has opportunity to comment on the
burden impact of the proposed rule making, the USPTO is submitting
a new information collection request to the OMB to review these
changes as subject to the PRA and to incorporate the new information
collection into the agency's information collection inventory.

In this single paragraph, the Patent Office (a) acknowledges that it received public
comments on the proposed rule; (b) acknowledges that these comments identified
significant paperwork burdens associated with the proposed rule; and (c) states that
the purpose of the notice is to “ensure that the public has opportunity to comment on
the burden impact of the proposed rule making.” The problem is that the notice itself

3! See footnote 24.
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(d) provides no estimates of burden or claims of practical utility specifically related
to the proposed rule. This notice would not have complied with § 1320.11(a) even if
it had been published on time.

It is certainly true that existing BPAI rules impose thousands of burden-hours
costing millions of dollars per year, and that PTO lacks a valid OMB Control
Number for these burdens. That is because until now, PTO has never deigned to
submit an ICR. The public deserves a genuine opportunity to comment on PTO’s
estimates of burden and practical utility.

Nevertheless, an ICR that concerns paperwork burdens in a proposed rule
needs to include estimates of burden and evidence of practical utility related to that
rule. The June 9" so-called “60-day notice” did not include this information. Instead,
PTO provided only generic practical utility defenses for the appeals process itself
(not the information collections) and burden estimates for existing BPAI rules and
procedures (but not the proposed rule).

Separate and distinct from the first five legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because PTO’s alleged “60-day notice” was
inherently defective even if it had been published on time because it failed to provide
statutorily required content.*

PRA Violation #7: PTO’s illegal “60-day notice” did not provide a genuine
opportunity for public comment on the incremental
burdens associated with the BPAI Appeals Rule.

The public also was entitled to a genuine opportunity to comment on the
burden and practical utility associated with the proposed BPAI Appeals Rule. PTO
denied the public that right in this so-called “60-day notice” — by promulgating the
rule the very next day. PTO set up its “60-day notice” to be a pointless exercise.
Despite PTO’s craven malfeasance, it is truly remarkable that the Patent Office
received a dozen public comments, many of them explicitly contesting PTO’s
persistent refusal to comply with the Paperwork Act.

Separate and distinct from the first six legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because of PTO’s “notice” did not include a
genuine opportunity for public comment.*®

32 See footnote 24.

33 See footnote 24.
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PRA Violation #8: Some of the substantive contents of ICR 0651-00xx are
arguably illegal.

In both the June 9™ and October 8" notices, PTO acknowledges that it
proposed (and now promulgated) the BPAI Appeals Rule in response to an
unexpected rise in the number of appeals. It is logical to infer that the purpose of the
rule is to reduce the number of appeals by making them more burdensome to submit.
In that sense, the greater the paperwork burden, the fewer appeals will be filed, the
smaller will be the BPAI’s docket.™

The BPAI Appeals Rule also deters inventors from exercising their statutory
rights by making it harder for them to win the cases they file. Several specific
features of the rule reduce appellants’ likelihood of success, including:

e Formatting requirements that restrict the number of examiner errors they
can contest. By limiting the number of pages and prescribing unusually
large fonts (14-point), PTO reduces the quantity of information appellants
can submit by about a factor of two. Appellants will have to decide which
examiner errors to challenge and which to let go. Errors they do not
challenge result in the abandonment of intellectual property rights.*

* Requiring extensive analysis of issues that are irrelevant to the appeal.
Much of the information PTO demands from appellants is not germane to
the appeal. This information demand lacks practical utility on its face,
and it is abusive when combined with page restrictions and other
formatting requirements that restrict what issues appellants can raise.

** But see footnote 6. In a contemporaneous final rulemaking that would have (if the
courts had not vacated it) sharply limited continuation practice, PTO encouraged inventors
to appeal examiner errors to BPAI. There are two plausible explanations for this obvious
inconsistency: (1) The authors of the now-enjoined rule limiting continuations were working
at cross purposes with the authors of the BPAI Appeals Rule, or (2) the “encouragement”
given applicants to appeal examiner errors was a ruse.

** PTO claims that “less than three percent (3%) of all [appeal briefs], under the
amended rules, require a petition to increase the page limit” (Supporting Statement, p.
18). This estimate is based on the old” rules (73 Fed.Reg. 32966 col.1), which typically
utilize 12-point font and 1-% line spacing. Commenters on the illegal “60-day notice” have
said this creates a two-fold error in the PTO’s estimate of page counts. The distribution of
page counts in appeals may be log-linear, in which case the number of briefs that would
require petitions would be a percentage tenfold or more greater.
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* Permitting examiners to raise new grounds for rejection but disallowing
appellants the opportunity to reply. In the final rule, PTO says examiners
cannot raise a ‘“new ground for rejection” in their answers to appeal briefs
—a welcome provision on due process grounds. But the Patent Office
then takes it away by defining the term “new ground of rejection” so
narrowly that the net effect of the two changes benefits PTO examiners
over appellants.

Other provisions in the BPAI Appeals Rule subtly shift the burden of proof
in favor of the examiner. For over a century, PTO proceedings have applied a
“preponderance of evidence” standard, or “rule of doubt” that favors the inventor.
The BPAI Appeal Rule radically changes this evidentiary standard: Appellants must
support every fact by citation to the record, while examiners are allowed to establish
facts by mere argument.

Separate and distinct from the first seven legal violations, OMB has implied
authority to disapprove ICR 0651-00xx because of PTO’s failure to assure that
information collections be the “least burdensome necessary for the proper
performance of the agency’s functions,*® and that mandatory information
collections be supported by reference to valid statutory authority.”’

PRA Violation #9: Some of the substantive contents of ICR 0651-00xx are
flagrantly and abusively duplicative.

The BPAI Rule includes numerous provisions that require appellants to
provide the Board exactly the same information they have already given to the PTO
examination corps. Simply attaching an existing electronic file is not a problem, of
course. But the rule requires this information to be repackaged and reformatted,
solely for the convenience of BPAI

The Paperwork Act and OMB’s implementing regulation severely discourage
agencies from imposing duplicative paperwork burdens. The law requires designated
agency officials to, among other things:

certify (and provide a record supporting such certification, including
public comments received by the agency) that each collection of
information ... is not unnecessarily duplicative of information

% See 5 C.F.R. § 1320.5(d)(1)(i).
7See 5 C.F.R. § 1320.8(b)(3)(iv).
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otherwise reasonably accessible to the agency... (44 U.S.C. §
3506(c)((3)(B)).

PTO cannot credibly certify, if for no other reason than none of the public comments
support duplicative information collection. In the Supporting Statement, PTO
acknowledges that the ICR “solicit[s] data already available at the USPTO” but
asserts that “[t]he duplication of effort is limited ... and the agency considers it
necessary.” (p. 5, emphasis added). No supporting evidence is offered, and PTO
considers its judgment supreme and final — the purposes of the Paperwork Reduction
Act be damned.

Several public commenters specifically complained about duplication, and
PTO responds to them in the Supporting Statement. PTO claims that, although the
ICR is indeed duplicative, it “is not ‘unnecessarily duplicative’ (pp. 13-14, emphasis
added).” The Patent Office then gives two reasons, both of which reduce to agency
convenience, and agency convenience is never a statutorily permissible justification.

The prohibition against duplicative information collection has been federal
policy since 1942:

It is hereby declared to be the policy of the Congress that information
which may be needed by the various Federal agencies should be
obtained with a minimum burden upon business enterprises
(especially small business enterprises) and other persons required to
furnish such information, and at a minimum cost to the Government,
that all unnecessary duplication of efforts in obtaining such
information through the use of reports, questionnaires, and other such
methods should be eliminated as rapidly as practicable; and that
information collected and tabulated by any Federal agency should
insofar as is expedient be tabulated in a manner to maximize the
usefulr%gss of the information to other Federal agencies and the
public.

“Unnecessary” duplication exists if the need for the proposed collection can be
served by information already collected for another purpose. In this case, the
duplicative information is available to the agency for exactly the same purpose.
BPAI simply doesn’t want to be bothered to have to access this information even
though it is available electronically from their desktops.

¥ Section 2 of the “Federal Reports Act of 1942,” P.L. 77-831, 56 Stat. 1078.
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Separate and distinct from the first eight legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because of PTO’s failure to demonstrate that
its information collection is not unnecessarily duplicative and has practical utility.”

PRA Violation #10: PTO did not publish the required notice and
explanations in the final rule.

Section 1320.11(h) of the Information Collection Rule requires PTO to have
submitted the ICR associated with the final BPAI Appeals Rule to OMB on or
before the date of publication. PTO did not do this. PTO’s illegal “60-day notice”
was published at the right time, but it cannot be both a “60-day notice” for a
proposed rule and a notice accompanying a final rule.

Section 1320.11(f) requires PTO to publish certain explanations about
paperwork burdens within the preamble to a final rule, notably “how any collection
of information contained in the final rule responds to any comments received from
OMB or the public.” PTO did not do this either, meaning that there is no way for the
June 9" notice to comply with § 1320.11(f).

Separate and distinct from the first nine legal violations, OMB has explicit
authority to disapprove ICR 0651-00xx because of PTO’s failure to provide
statutorily required notice and explanations for the paperwork burdens associated
with a notice of final rulemaking.

Conclusion

PTO has violated every important procedural requirement and public
protection safeguard in the Paperwork Act and OMB’s Information Collection Rule.
The Patent Office has chosen to serially violate the PRA rather than admit to
millions of burden-hours costing billions of dollars. The 2007 Information
Collection Budget for the entire Department of Commerce, which includes both PTO
and the Census Bureau, was 28.35 million hours and $2,063 million.*’ The
paperwork burdens in this ICR alone increase the Department’s total cost by 12% to
42%, depending on whether PTO’s or my burden estimates are closer to the truth.

¥ See 5 C.F.R. §§ 1320.5(d)(1)(ii)-(iii).

* Office of Management and Budget, Information Collection Budget of the United
States Government: Fiscal Year 2007, p. 57 (Table 4).
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What is astounding is that the Patent Office believes that it is exempt from
the Paperwork Reduction Act and that it is entitled to have its submissions rubber-
stamped. OMB must take effective action to enforce the law and protect the public
from this renegade agency behavior. It must ensure that its administration of the
Paperwork Reduction Act does not fall into disrepute.

Sincerely,

Richard B. Belzer, Ph.D.
P.O.Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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Mr. Nicholas A. Fraser

Desk Officer for U.S. Patent and Trademark Office
Office of Information and Regulatory Affairs
Office of Management and Budget

Washington, DC 20503

RE: ICR 0651-00xx: ICs and Burden Estimates
Dear Nick:

As | promised during our meeting on October 17, | sent out a data call-in to
patent attorneys and agents who have privately expressed to me an interest in
providing data but fear retaliation by the U.S. Patent and Trademark Office (PTO).

I sent requests to several dozen contacts. | believe that a number of them
have decided that they do not need anonymity and have provided comments to you
directly with the understanding that their identities will be made public. | have
received three sets of comments from persons who continue to prefer anonymity. |
am enclosing PDF copies of what they sent me (Enclosure 1). | have redacted
identifying information but have not modified their text in any way. Furthermore, |
am sending all the information | received without editing it in any way.

Clearly, it is inappropriate to generalize from any data set consisting of three
observations. That is especially so in a field like patent prosecution in which the
nature of the tasks is the same but the scale of the effort could vary by an order of
magnitude or more. Scale of effort appears to be dominated by a relatively small
number of variables, most notably the technology center to which the patent
application will be filed, the experience and expertise of the attorney, and the
number of claims. The new rules treat all appeals the same irrespective of these
factors, so the burden of complying with them will be greatest for those applications
that are most complex.

Nonetheless, patterns emerge from these three anonymous submissions that
are consistent with the information others have provided. The expected direct and
obvious burdens of preparing Appeal Briefs and Reply Briefs under the June 10,
2008 final appeal rule appears to be between two and three times the burdens of the
2004-vintage rules. Several experienced patent attorneys have explained why other
burdens will arise. While these additional burdens may be subtler, they appear to be
quite substantial.

To expedite resolution of the technical burden estimation task, | believe that
the first priority ought to be ensuring that all of the information collections (ICs) that
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are related to appeals practice should be assembled in one place. Later the issue can
be addressed concerning whether these I1Cs should be retained in ICR 0651-0031
(my preference, and the preference of others who have commented) or separated
from that ICR and placed in a new collection. PTO’s Supporting Statement does not
give a convincing justification for separation, and as I’ve noted before, separation
invites future mischief because future changes in ICR 0651-0031 will have spillover
effects on any new, appeals-practice specific ICR, and vice versa. That would
require PTO to seek a new clearance for both ICRs every time it makes a change
relative to either of them. Indeed, with ICR 0651-0031 still under review after 14
months, 1’d argue that if PTO insists on separation then it would have to
immediately resubmit any new appeals-practice-specific ICR so that they could be
reviewed again concurrently. That, of course, would require PTO to issue new 60-
day public notices and request comment again. This can’t be an efficient way for
OMB to supervise the ICR process.

This task is made much more complicated by the fact that PTO has been
sponsoring an illegal information collection for many years, possibly since the
Paperwork Reduction Act was enacted 28 years ago. | have found no records
indicating that PTO has ever sought OMB approval for appeals-related information
collections. If there were any such evidence, it would be in OMB’s paper dockets
(not ROCIS), which are stored in archives and not readily accessible to any of us.

A. Longstanding Information Collection Elements Omitted from ICR
0651--00xx and Not Found in Other ICRs

It is essential to first catalog all of the ICS in the 2004-vintage appeal rules
before trying to figure out the effect of the 2008 rules. In the Supporting Statement, *
PTO attributes all of these burdens to programmatic changes (p. 25), which | believe
is entirely appropriate. None of these burdens should be characterized as
administrative adjustments or recalculations, because it is impossible to adjust or
recalculate something that previously has never been quantified.

PTO identifies five ICs for appeals practice (Table 5) and two ICs for ICs
now located in ICR 0651-0031 (Table 6). While this is a good start, PTO’s list of ICs

L All references are to the Supporting Statement for ICR 0651-00xx. PTO addresses
non-burden-hour costs in Tables 7 through 10. The two ICs in Table 6 are the only appeals-
practice ICS that PTO has heretofore acknowledged.
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is seriously incomplete. Public commenters have identified many more 1Cs have,
and they need to be accounted for.

1. Pre-Appeal Brief Request for Review

PTO has procedures in place whereby applicants expecting to appeal can
seek resolution by a committee of senior patent examiners located above the
examination corps but below the Board of Patent Appeals and Interferences (BPAI).
The “?re-appeal request for review” is listed as IC Number 44 in on ICR 0651-
0031,

PTO estimated 3,200 responses at 0.5 hours per response, but it did not
provide an objective basis for either figure. In my January 16, 2008 public comment
on ICR 0651-0031, | estimated 60,000 responses based on the fact that PTO had by
rule severely restricted continuations practice in August 2007 and had invited
applicants to use appeals practice instead. | also estimated that the average pre-brief
appeal required 10 burden-hours to complete.®> PTO’s estimate included only the
burden of filing the form, not the burden of following the procedure,*

2. Resubmissions of Appeal Briefs for Nonsubstantive Reasons

Several commenters have noted that compliance with the 2004-vintage
appeals practice rules is not as straightforward as PTO represents it to be.

% The fact that PTO does not propose to move this IC from -0031 into -00xx
highlights the arbitrary nature of its proposal to separate patent processing from appeals
practice in paperwork accounting.

® “The final Continuations Rule is expected by practitioners to dramatically increase
the number of pre-appeal reviews and appeals. In the preamble to the final rule, PTO
responded to commenters objecting to the limit on continuations practice by reminding them
that they were still entitled to appeal and strongly recommended that applicants do so.
Therefore, we estimate at least half of all final rejections will be appealed, including: There
were 74,793 (~75,000) RCEs filed in FY 2006; the final Continuations Rule shuts down
RCEs, and this is where we believe that about 80% will go.” See Belzer public comment, p.
65.

*“pTO estimate is not credible because it excludes the burden of preparing the
appeal behind the required request.” See Belzer public comment on ICR 0651-0031, p. 65.
See
http://www.reginfo.gov/public/do/DownloadDocument?documentlD=57744&version=1.
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Frequently, appeal briefs and reply briefs are rejected by BPAI’s intake office for
nonsubstantive reasons that are either picayune, erroneous, or both. Responding to
these nonsubstantive rejections is time consuming.

Examples of reasons for nonsubstantive rejections that my sources have told
me about include such things as:

* Discussing issues in an order different from the order that the examiner
had used in his last action, even if the applicant’s choice of ordering
makes the issues more transparent and easier for the Board to follow.
(Note that being forced to follow the examiner’s order may result in
negative practical utility to BPAI.)

» Discussing similar issues as they apply to multiple claims in a single
combined paragraph rather than multiple paragraphs, even when the latter
necessitates duplicative text. (Under the 2008 final rule, Appeal Briefs
and Reply Briefs are subject to strict page limits, so having to include
duplicative text is inherently wasteful and abusive.)

* Failing to follow the examiner’s grouping of issues or order of reasoning,
even if the examiner’s approach is confusing, muddled, or technically
incorrect. (This is another example in which nonsubstantive requirements
may result in negative practical utility.)

* Failing to use exactly the section headings prescribed in Rule 41.37 — no
more, no less, and no different.

* Including a jurisdiction statement that now would be required, but at a
time when the rules did not require one.

* Providing a “concise summary of the invention,” as required by Rule
41.37, that fully meets the Board’s needs but is nonetheless “too concise”
according to undisclosed criteria for measuring “conciseness.”

It should be obvious that PTO has become consumed by form over
substance, and that this obsession has detrimental effects on applicants. When
writing Appeal Briefs, appellants have very strong reasons for maximizing the
practical utility of these documents to the Board because that also maximizes
appellants’ chance of being persuasive. PTO’s rules require appellants to submit
papers that are both less persuasive and less useful to the Board. Of course, these
papers will all look the same, which apparently is more important to PTO than what
the papers actually contain.
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In the expectation that OMB will capitulate and approve ICR 0651-00xx,
PTO recently published a checklist for the Board’s intake office to use for
determining if applicants have satisfied all the minutiae in the 2008 final rule.®> A
section from the checklist covering PTO’s picayune formatting requirements and
page limits is reproduced on the next page. | also have provided the full document as
Enclosure 2.

Appeal Brief Format Requirements — The brief must comply with the following format requirements (if not,
check the appropriate box):

13. [] Page numbering — Check the box if the pages of the appeal brief are not numbered consecutively.

The pages of the appeal brief, including all sections in the appendix, shall be consecutively numbered using Arabic
numerals beginning with the first page of the appeal brief, which shall be numbered page 1.

14. [] Double spacing — Check the box if the line spacing is not double space, except in headings, tables of contents, tables
of authorities, signature blocks, and certificates of service. Block quotations must be indented and can be one and one
half or double spaced.

15. [] Font — Check the box if the font size is not (e.g., smaller than) 14 point, including the font for block quotations
and footnotes.

16. [[] Length of appeal brief — Check the box if the appeal brief exceeds the page limit. Appeal Center must check the file
to determine whether any petition under § 41.3 requesting to exceed the 30-page limit has been granted. If such a
petition has been granted, check whether the appeal brief exceeds the new page limit.

An appeal brief may not exceed 30 pages (unless a petition under § 41.3 requesting to exceed the 30-page limit
has been granted), counting only the following sections: grounds of rejection to be reviewed, statement of facts,
and argument (do not count the pages of the following sections: any statement of the real party in interest, statement
of related cases, jurisdictional statement, table of contents, table of authorities, status of amendments, signature
block, and appendix). An appeal brief may not incorporate another paper by reference. A request to exceed the
page limit shall be made by petition under § 41.3 filed at least ten calendar days prior to the date the appeal brief is
due.

PTO has available to it data on the number of Appeal Briefs and Reply Briefs
that it has rejected for nonsubstantive reasons. That data, combined with burden-
hour estimates obtained from commenters, should be added as a separate IC. They
should be separated because PTO has the programmatic discretion to decide how
picayune its demands will be and how many errors it will make.

3. MPEP §1002.02(c)(7) Petition

PTO’s Manual on Patent Examination Procedure (MPEP) 8 1002.02(c)(7)
has long provided that an applicant may file a petition to request relief from an

® See http://www.uspto.gov/web/offices/dcom/bpai/rule.html.
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examiner’s or clerical staff’s over-zealous enforcement of rules relating to appeals,
or to require that an examiner complete his obligations under the appeal rules.

The PTO has a rich database that can easily inform OMB precisely how
many of these petitions have been filed in recent years, and give a reasonable
projection for the three future years covered by the ICR. In the experience of patent
attorneys | have consulted, a reasonable figure for the average burden to prepare
such a petition is 15 hours.

1. MPEP §1003(10) re: “Examiner’s answers containing a new
provision of law”

MPEP 8 1003(10) permits an applicant to file a petition for correction of
“Examiner’s answers containing a new interpretation of law.” As in the case of
MPEP 8 1002.02(c)(7), PTO has data concerning the number of petitions it receives
and can easily provide them to OMB. In the experience of patent attorneys | have
consulted, a reasonable figure for the average burden to prepare such a petition is 15
hours.

4. Oral Hearing

In the Supporting Statement, PTO acknowledges that oral hearings involve
information collection and that they have actual burdens. However, PTO asserts that
these burdens are not cognizable under the Paperwork Reduction Act, apparently
because the “information” involved is strictly redundant:

The agency does not consider the time for preparation of the oral hearing to
be a burden under the PRA in that there would be no collection of new
information at the oral hearing. Since the oral hearing is limited to
information already submitted and collected, it is essentially an opportunity
for clarification of the information already collected or received.’

PTO’s claim is wrong for both technical and legal reasons.

The technical reason PTO is wrong is that the information provided at an oral
hearing is not merely a recitation of an Appeal Brief but an extended opportunity to
explain points that PTO officials apparently did not understand from reading the
text. The main activity at an oral hearing is answering questions posed by the PTO to

® See ICR 0651-00xx Supporting Statement, p. 15.
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applicant’s counsel. Thus, by definition new information is being provided in an oral
hearing. Otherwise, no purpose would be served by having them.’

The legal reason PTO is wrong is that the Information Collection Rule
specifically and explicitly includes oral communications within the definition of
“information” (5 C.F.R. § 1320.3(h)) unless they are explicitly exempt:®

“Information” means any statement or estimate of fact or opinion, regardless
of form or format, whether in numerical, graphic, or narrative form, and
whether oral or maintained on paper, electronic or other media.

In my January 16, 2007 public comment on ICR 0651-0031, | estimated that
oral hearings entailed eight hours to prepare for and eight hours to travel to
Alexandria, Virginia, and conduct the hearing, and that that there would be 16,000
oral hearing preparations and 14,400 oral hearings actually conducted per year.’ |
doubt that PTO could manage such a workload, but it is the likely unintended
consequence of its decision to terminate continuation practice.

" The need for this new information will only become greater under the page limits
in the 2008 final rule.

® The information provided in an oral hearing is not covered by any of the
exemptions in 5 C.F.R. § 1320.3(h). The closest potential exemption is in paragraph (9):
“Facts or opinions obtained or solicited through nonstandardized follow-up questions
designed to clarify responses to approved collections of information.” This exemption
covers telephone conversations between applicants and examiners, no matter how
burdensome, but BPAI appeals practice is highly standardized — so much so that it is
governed by explicit rules — and cannot be exempt. Moreover, and perhaps most obviously,
patent attorneys representing applicants do not do oral hearings for free.

% See Belzer public comment on ICR 0651-0031, p. 85. | assumed that the final
Continuations and Claims rules, which were then under legal challenge, would be
implemented and that applicants follows PTO’s advice to applicants that they reroute tens of
thousands of (now forbidden) continuation applications per year into appeals. The
Continuations and Claims rules were enjoined on April 1, 2008, but PTO has appealed to the
Federal Circuit. Unless and until PTO withdraws this final rule, paperwork burdens must be
based on the assumption that these rules will be upheld. In addition, PTO represented in the
preamble to the final Continuations and Claims Final Rule notice and in its FY2007 budget
request that it was budgeting for the increased staffing required to manage an increased
workload.
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2. Incremental Burdens Resulting from Remands to the Examiner
when the Examiner Did an Incomplete Job

In contrast to PTO’s rigorous enforcement of rules that affect applicants,
PTO apparently supervises examiners rather lightly. Consequently, a significant
fraction of appeals are remanded by the Board back to the examiner with instructions
to start over again, because the examiner’s position was so inadequate that the Board
could not decide on the merits of the application.

The number of responses is easy to determine; the Board’s statistics pages
indicate that applicants are denied a decision in about 8% of appeals.'® The quantity
of additional burden on the applicant can vary. However, the statistics available on
the PTO’s web page are too coarse to inform this estimate. OMB can ask PTO to
provide a coherent basis for estimating this burden.

B. Increases in Burden to Existing ICs Associated with Changes in
Appeal Practice Made in the 2008 Final Rule

A key issue is whether PTO has accurately described and objectively
estimated the burdens for those ICs that is has already acknowledged. It is clear that
PTO has not done so. First, and most obviously, PTO’s burden estimates are based
on an American Intellectual Property Law Association (AIPLA) economic report
containing 2006 data. This report cannot contain data covering the burdens of the
2008 final rule.

Second, there are serious information quality issues surrounding the AIPLA
economic report, and PTO’s use of it. First, the report is actually a census of AIPLA
members, with a 20% response rate.** No sampling occurred. Further, it is not
known to what extent responders were representative, and federal statistical policy
published by OMB requires a nonresponse bias analysis for any report with a
response rate below 80%. Second, by using this report PTO becomes responsible for
its objectivity. PTO cannot merely assume that it is. Third, because the report is
proprietary, PTO is responsible for performing extensive robustness checks to
buttress any claims of objectivity it might make. These requirements are in OMB’s

10 See http://www.uspto.gov/web/offices/dcom/bpai/docs/receipts/fy2008.htm.

1 The web-based survey instrument was made available to 14,132 AIPLA members
and non-members, and 2,733 persons responded “to some or all of the questionnaire.” See
AIPLA, Repot of the Economic Survey: 2007, p. 1.
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Information Quality Guidelines for all agencies and in PTO’s own information
quality guidelines. PTO states in the Supporting Statement that it has adhered to
these guidelines (p.3 and Appendix B), and it is up to OMB to ensure that this claim
is true.

Also, there is ample evidence that PTO has used these data improperly even if
they are found to be objective. For example, PTO uses median values for certain
parameters'? when PTO knows that the underlying distributions are skewed such that
the mean may be significantly greater than the median. The Paperwork Act and
OMB’s rules require the use of unbiased central tendency estimates (“averages”),
and the median only qualifies if the underlying distribution is not skewed.

1. Appeal Brief

The 2008 final rule imposes numerous new requirements for form and format
in appeal briefs.

The primary changes in this rile are:
(1) The requirements for an appeal brief
include new sections for jurisdictional
statement, table of contents, table af
authorities, statement of facts, new
format for arguments in the appeal brief
and for claim support and drawing
analysis section and means or step plus
function analysis section in the
appendix of the appeal brief, new
section for table of contents in the
evidence section of the appendix, new
format in 14-point font, and 30-page
limit for the grounds of rejection,
statement of facts, and argument
sections, (2) the requirements for a reply
SRR PR [ [ O R B [ —

Figure 1: Some ICs Related to Appeal Briefs in the 2008 Final Rule

12 See Supporting Statement, p. 14, and note the non sequitur PTO uses to
purportedly justify the use of the median: “The agency believes the median figure is an
appropriate figure upon which to base estimates given that attorneys charging above the
median and below the median would be expected to participate in the appeal process”
(emphasis added).
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For paperwork burden estimation purposes, the two most important of these
requirements are the requirement that appellants use

14-point font

and limit the brief to 30 pages. The practical consequence of these two provisions
are that each Appeal Brief is much shorter and much more burdensome to produce.
There may not be enough space to cover all of the issues that are relevant to the
Board. This combination is per se a violation of the Paperwork Act because the law
proscribes information collections that have negative practical utility.*®

This increased burden is magnified by two other changes to
appeals practice in the 2008 final rule. First, applicants are required to
discuss and analyze issues that are not in dispute. This means they must
consume scarce pages printed double-spaced in 14-point font. The
practical utility to the Board of these two requirements is nowhere made
clear in the preamble to the proposed rule, the preamble to the final rule,
the so-called “60-day notice,” the 30-day notice, or the Supporting

Statement.

13| assume that the Board’s purpose in promulgating these rules is to improve the
quality of decisions it makes. Quality cannot be improved by artificial, nonsubstantive
restrictions on what information the Board considers. The only way for these provisions to
have practical utility for the Board is if the Board’s undisclosed but true purpose is to reduce
the number of appeals irrespective of their merits.
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Second, all issues raised in the examiner’s answer that the applicant does not
contest in the Appeal Brief are automatically decided in the examiner’s favor.*
Applicants must pick and choose which issues that are in dispute not to contest in the
Appeal Brief, and therefore which intellectual property claims to abandon solely for
the convenience of the Board.™

All these requirements apply solely to applicants. Examiners are exempt
from all of them. PTO never explains why the board needs applicants to submit
briefs double-spaced in 14-point font and limited to 30 pages, but not from
examiners.

In my January 16, 2008 public comment on ICR 0651-0031, | estimated that
preparing an Appeal Brief required on average 30 burden-hours.'® In the Supporting
Statement, PTO cites this figure indirectly (it was included as an attachment to a
public comment on the proposed rule). However, my estimate applied to the 2004-
vintage appeal rules. I did not attempt to include the incremental burdens of the 2007
proposed appeal rules, nor would it have been possible for me to have provided in
January 2008 a burden estimate for a final rule that PTO issued the following June.
PTO must look to other public commenters for estimates of the incremental burdens
they impose, and not attribute invalid estimates to me.

2. Petition to Increase the Page Limit

The 30-page limit can be breached if and only if an applicant petitions PTO
to increase it. This petition costs $400 to file. Applicants do not know what criteria
PTO will use to decide whether a petition deserves approval. Further, they do not
know if PTO intends to grant petitions rarely (thereby creating a circuit-breaker than
does not trip) or grant them always (thereby using the page constraint primarily to
generate revenue). In the Supporting Statement, PTO claims that 1,315 petitions will

14 Others have argued that this shift in the burden of proof is statutorily
impermissible. Whether they are correct is immaterial for purposes of estimating paperwork
burdens. PTO must estimate burden under the assumption that its new requirements are in
fact legal.

> As indicated above, applicants must waste scarce pages on issues not in dispute
or their briefs will be rejected for procedural reasons.

16 Belzer public comment, p. 85.
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be filed per year and that each petition will require 15 hours to produce.’” PTO gives
no objective basis for either of these figures.'®

The new petition requirement does not apply to examiners, because
examiners are exempt from all page limits. The stated purpose of the page limit is to
“promote concise and precise writing,” a need that apparently applies always to
applicants but never to examiners.*®

3. Petition to Suppress Nominally Forbidden “New Grounds of
Rejection” in an Examiner’s Answer

In the 2004 Rules, when an examiner raised a new ground of rejection in an
examiner’s answer, an applicant had several options. For example, the applicant
could introduce new evidence (e.g., scientific literature, an affidavit from an expert,
or a page from a technical dictionary) to rebut the examiner’s new position.
Alternatively, the applicant could accept the examiner’s position, withdraw the
appeal, and resume normal examination.

In the 2008 Final Rule, Rule 41.39(a) states “An examiner’s answer shall not
include a new ground of rejection.” Other commenters have suggested that this
change is illegal, and that examiners cannot by rule ever be prevented from raising
new grounds of rejection. This prohibition was in effect from 1997 to 2004, and the
PTO refused to enforce it. In 2004, PTO changed the rules to reflect actual practice
and also established new procedural safeguards to ensure that applicants could
respond. In the 2008 Final Rule, however, PTO rescinds these procedural
safeguards, leaving applicants in the worst of all possible worlds: examiners can
raise new grounds of rejection, even if the rules technically prohibit it, and

17 Supporting Statement, p. 20. A burden estimate of 15 hours means the petition is
not a routine transaction, and suggests that PTO intends to grant them rarely.

'8 Supporting Statement, p. 18: “Based on an informal survey of appeal briefs in FY
2007, the Board expects less than three percent (3%) of all appeal briefs, reply briefs, and
requests for rehearing filed would, under the amended rules, require a petition to increase the
page limit. Given the estimated number of responses for appeal briefs (23,145), reply briefs
(4,947), and requests for rehearing (123) (73 Fed. Reg. at 32560), three percent of that total
((23,145 + 4,947 + 123) x 3% = 846) would be less than one thousand (1,000) requests per
year. An estimate of 1,315 petitions seeking an increase in page limit is liberal and does not
result in an underestimate of paperwork burden.”

19 Supporting Statement, p. 8.
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applicants are helpless to respond. This asymmetric result could be accidental, but
the sheer number of anti-applicant provisions in the 2008 Final Rule strongly
suggests that it is intentional.

When faced with a nominally prohibited new ground of rejection, an
applicant has a couple options — neither of them are good, and both of them entail
significant new paperwork burdens. For example, they can file a petition under 37
C.F.R. § 1.182.% Because there are no established criteria or procedures, this will be
extremely expensive and unlikely to succeed. PTO is obligated to provide
objectively based estimates of burden on which the public can provide informed
comment.

Alternatively, during normal examination applicants can try to anticipate and
pre-empt every conceivable new ground of rejection, whether legitimate or
illegitimate. That is, they can prosecute applications in such a way as to prevent any
issue from ever being “new.” This increases, by an unpredictable but logically large
amount, the number of burden-hours for every significant IC in ICRs 0651-0031 and
0651-00xx.

4. Petition for Continuation Application to Reopen Prosecution if
Examiner’s Answer States a New Ground That Either Is Correct or
Could Be Rebutted If Rebuttal Were Allowed

The 2004-vintage rules give an applicant a clear option to withdraw an
appeal if the examiner’s answer offers a new explanation of an issue that convinces
the attorney.?* PTO preserved this option in the 2007 proposed rule, but removed it
in the 2008 final rule. If an examiner comes forward with a convincing new
explanation of unpatentability, or an explanation that requires the affidavit of an
expert for rebuttal (which the final rule also does not allow), the applicant has no
way to proceed.

PTO might defend this rule as creating an appropriate incentive for
applicants to ensure that examiners never find new grounds for rejection. That
cannot exempt PTO from having to account for paperwork burden, however. As

20« Al situations not specifically provided for in the regulations of this part
will be decided in accordance with the merits of each situation by or under the
authority of the Director.”

21 See § 41.39(b)(1) [2004]

Richard B. Belzer, Ph.D.
P.O. Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu






Nicholas Fraser

November 17, 2008

ICR 0651-00xx: ICs and Burden Estimates
Page 14

indicated above, any change in appeals practice that shifts burdens of proof to the
applicant, or increases the amount of work an applicant must perform during normal
examination, must perforce increase paperwork burden. PTO must account for this
burden, both here and in ICR 0651-0031.

The PTO’s database contains reliable data indicating the number of appeals
in which an examiner’s answer results in withdrawal. This gives a good first-order
estimate of the number of responses, but | am at a loss concerning how to estimate
the number of burden-hours that are required to assure applicant omniscience during
normal examination.

5. Petition for Extension of Time for Filing a Paper After Appeal Brief

Historically, PTO has permitted extensions of time on a fairly minimal
showing of “good cause” filed on the last day that a paper is due. In the 2008 final
rule, PTO requires that these requests be submitted no less than 10 calendar days in
advance, and the criteria for securing PTO’s agreement are more stringent.

3. Reply Brief

The 2008 final rule adds several new nonsubstantive requirements for Reply
Briefs:
sections, (2) the requirements for a reply
hrief include new sections for table of
contents, table of autharities, statement
af additional facts, new format far
arguments in the reply brief. new format
in 14-paint font, and 20-page limit for
the statement of additional facts and
argument sections, (3] the requirements

Figure 2: Some New Requirements for Reply Briefs in the 2008 Final Rule
PTO has not explained the practical utility of these provisions, and the burden
estimates in the Supporting Statement are not objectively supported.?? In my January

16, 2008 public comment on ICR 0651-0031, I estimated 16,000 responses at 16
hours each.?®

22 Supporting Statement, p. 20: 4,947 responses at 5 hours each.

%% Belzer public comment, p. 85.
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4. Request for Rehearing Before the BPAI

In the event of an unfavorable decision from the Board, an applicant has an
option to file a third brief, requesting a rehearing.

It is reasonable to expect that many more applicants will seek rehearing
primarily because of the designed-in unfairness of the new appeals process, which |
have already covered. In addition, there will be a vast increase in the number of
appeals filed if the August 2007 final rule virtually eliminating continuations is
revived on appeal

As for the number of burden-hours per response, they will rise because of
new nonsubstantive requirements established in the 2008 final rule.

C. New Burdens Associated with the 2008 Final Rule Not
Acknowledged in ICR 0651-00xx, with Spillover Effects into ICR
0651-0031

In this section | cover new burdens that PTO has not yet acknowledged but

which are readily predictable consequences of the 2008 final rule on appeals
practice. Some of these burdens involve large spillover effects into ICR 0651-0031.

1. Rule 116 Papers Before Appeal

PTO says that the new rules will require a Rule 116 paper in most cases
before an appeal is filed.”> However, the ICR makes no mention of this procedural
step, and includes no estimate of burden.

PTO does not reveal how many new Rule 116 papers can be expected.

2. Burdens Due to the Changed Definition of “New Ground of
Rejection”

The term “new ground of rejection” has been defined by case law. In the
preamble to the 2008 final rule, however, PTO announces a definition that is both
different from case law and significantly narrower in scope. Thus, even if the Board

24 Unless and until PTO withdraws this rule, burden estimates must be based on the
assumption that the rule is upheld and enforced.

73 Fed. Reg. 32943, col. 1,
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were to strictly enforce its prohibition on “new grounds for rejection,” the scope of
that prohibition is narrower than it appears.

This burden is difficult to quantity. Some of it may be redundant if the
burdens associated with B.1 (Appeal Brief) and B.3 (Reply Brief) are fully counted.
In that case, however, the new regulatory definition would be superfluous. The
practical effect of the changes discussed with respect to B.1 and B.3 is to replace the
existing statutory responsibility on PTO to prove unpatentability with a new
regulatory burden on applicants to prove patentability. This burden shift is arguably
illegal, but for burden estimation both PTO and commenters must assume that it is
not. And, if the full ramifications of B.1 and B.3 are not accounted for, then this is a
new IC.

3. Training in the Use of Headings and Styles in Word Processing
Software

The PTO states that ”[m]odern word processors make the creation of a table
of contents ... fairly easy when headings are used in a document.”® This may be
true, but PTO cannot simply assume that all applicants and their attorneys already
have sufficient expertise. PTO presents no data suggesting that they do, either. By
making facility with headings and styles a regulatory requirement, PTO must take
responsibility for the burden it imposes on those who do not have these skills.

4. Table of Authorities

The PTO makes the same claim for a Table of Authorities, and this cannot be
defended at all based on the notion that it is a conventional business practice. Using
Microsoft Word as an example, its Table of Authorities feature is neither well known
nor easy to use. | consider myself well above average in word processing skills, but
prior to reviewing the 2008 final rule | had never attempted to use it. As a test, | did
make such an attempt with a document that contained numerous citations to case
law. | found the experience extremely frustrating and abandoned the effort after a
half-day’s work.

5. Burdens Due to Ambiguity in the Term “Appealable Subject Matter”

The 2008 final rule creates significant uncertainty about another established
term of art: appealable subject matter.” The final rule abandons established case law

%6 73 Fed. Reg. 32969, col.3.
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in favor of a new but ambiguous definition. The issue may be arcane but it is
actually easy to understand.

Some patent processing procedures are conducted with a series of filings
(“papers” in the trade), whereas others require the submission of a petition.
Generally, the first category of transactions can be undertaken as a matter of right,
but transactions involving petitions effectively require PTO concurrence to pursue.
An issue that arises in the normal course of examination is supposed to be appealable
to the Board.

The 2008 final rule narrows the scope of issues that can be appealed. It is
unsurprising that the Board would want to do this to reduce its workload, for it
appears to have been deluged by matters that should have been addressed in normal
examination, but were not. It is a standard ploy of any review body to try to force
others to do their jobs better, but in this case, it is applicants who are the innocent
bystanders of this internal PTO struggle. The new rules narrow the scope of
“appealable subject matter” without providing applicants any way to compel the
examination corps to perform better. Issues that previously could be raised to the
Board will no longer have any internal PTO venue in which resolution can be
expected to occur.

6. Burdens Due to Ambiguity in the Term “Misconduct” in § 41.56

New 8§ 41.56 introduces a new concept -- “appeal misconduct” -- and PTO
makes clear that the consequences of even an accusation of “appeal misconduct” will
be substantial. However, the PTO did not define what behavior would constitute
“misconduct or bother to acknowledged, much less estimate, its paperwork burden
implications.?’

D. Number of Responses

The burdens of appeals-practice generally, and the 2008 final rule in
particular, are highly sensitive to projections concerning the number of responses.
PTO’s Supporting Statement assumes no changes will occur over the proposed 3-
year clearance period, but all available information indicates that this is unrealistic.
PTO has several times predicted a rapidly increasing number of appeals, and in the
case of its 2007 final rule restricting continuation practice, PTO encouraged

2T A public comment submitted to OMB by Allen Hoover discusses this issue in
much greater detail, and with considerable expertise.

Richard B. Belzer, Ph.D.
P.O. Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu
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applicants to use the appeals process instead of continuations. Thus, there is no
justification for PTQO’s assumption that the numbers of responses to various 1Cs will
be constant. Several public commenters with considerably greater expertise have
specifically questioned this assumption, but PTO has not responded, much less
refuted their alternative estimates.

Equally disturbing is PTO’s consistent refusal to provide objectively
supported burden estimates, or to disclose any of the data, models or other basis it
used to derive its figures. PTO’s acknowledgement that information quality
guidelines and principles apply and its claim that it has adhered to them means that
PTO, and not the public, has a legal duty to provide this information. Nonetheless, it
still refuses to do so. These facts strongly suggest that PTO’s burden estimates are
simply made up.

In my January 16, 2008 public comment on ICR 0651-0031, | provided
burden estimates for many of these 1Cs and provided the basis for how they were
calculated. Other public commenters also have provided estimates, and in some
cases they have provided the basis for their calculations. It is now time for PTO to
respond. OMB should not approve any element of ICR 0651-00xx. Rather, it should
exercise the statutory authority it has to direct PTO to begin a new rulemaking and
fully comply with the Paperwork Reduction Act. The scope of this and other recent
PTO rules is so great that OMB also ought to direct PTO to prepare a comprehensive
Regulatory Impact Analysis, as required for economically significant rules under
Executive Order 12,866.

Sincerely,

Enclosure 1: Public Comments from Parties Wishing to Remain Anonymous

Enclosure 2: PTO, “Appeal Brief Check List for Appeal Center,” November 13,
2008.

Richard B. Belzer, Ph.D.
P.O. Box 319
Mt. Vernon, VA 22121
703-780-1850
rbbelzer@post.harvard.edu






Thank you for your help in preparing comments on the paperwork burdens of the Appeal Rule. Please
see the notes on the next page. Email to RBBelzer@post.harvard.edu, who will be compiling responses
into a single submission to OMB. On request, your identity will remain anonymous.

Item 1. Please estimate hours of patent attorney/agent time per item for appeals.

Baseline:
6/9/08 rules apply
Actual Burdens from
Recent Personal
Experience
(not Hearsay)

New:

6/10/08 Appeal rules apply
Assume PTO wins Tafas v. Dudas
Best Estimates Based on
Expertise & Knowledge

Notice of Appeal

1

Pre-Appeal Request for Review

0 these I have found do absolutely no
good, and sometimes create a prejudice
to true allowability

Appeal Brief

25 time is more than doubled (almost
tripled, which my small entity clients
will not be able to afford. This estimate
is based on a reworking of a minimal 5
claim appeal brief, not 20 claims. There
may be a complete hitch in the new
rules as I could not find a way to
provide a summary of the invention
which only provides statements that
have not been challenged.

Resubmitting Appeal Brief rejected for non-
substantive reasons ( % of submissions)

100

Petition to Increase Page Limit

100 it appears that every appeal brief
have filed within the last year has had
something “improperly” presented, i.e.,
I had one brief ret’d because I did not
put the applicant’s name into the real
party in interest section, though I stated
it was the inventor whose name appears
at the top of the page incorporating that
section.

Petition under MPEP § 1002.02(c)(7) relating
to form of an appeal

I do not know as I cannot see any
required format for this item anywhere
in the rules. The simple 5 claim case
referred to above was over 20 pages
when completed, and would require
petition if at 14 pt font

I have never done one, I avoid
petitions as they take 6 mo or more to
be decided, which puts me outside the
time limits for filing the brief.

Petition under MPEP § 1003(10) re
“Examiner’s answers containing a new
interpretation of law”

I have never done one.

Reply Brief

Petition for Extension of Time for Filing Paper
After Appeal Brief

3 will also require call to duty examiner
in each case, as above

Request for Oral Hearing

I have never done one

1 I have only done one and do not see
anything regarding the requirements in
the proposed new rules

Oral Hearing, including in-office prep time
and oral argument

8 I would pray this time would not
increase under the proposal

Request for Rehearing

3
1
8
1

1 I have never done one.






Baseline: New:

6/9/08 rules apply 6/10/08 Appeal rules apply
Actual Burdens from Assume PTO wins Tafas v. Dudas
Recent Personal Best Estimates Based on
Experience Expertise & Knowledge

(not Hearsay)

13| Defensive practices due to potential sanctions
in new definition of “misconduct” in Rule
41.56

3 vagueness will invariably require a
call to a duty examiner for each appeal
brief so I have a NAME to provide if
am advised of being outside the rule.

14| other — specify

For both the “current rule” and “new rule” columns, please explain the basis of your estimate.

Item 2. Please estimate the hours per application of the incremental burden during regular §§ 131/132
prosecution for defensive practices resulting from the new rules (all taken together), and the percentage
of all applications (not just of appeals) for which you would take these steps to protect patent value or

your reputation. Note that you might take these steps even if the application is not ultimately appealed.

incremental papers and actions hogrs 0-5% 5-20% | 20-60% | >60%
per item

20 | Affidavits 5 X

21 | continuations for entry of affidavits/arguments 1 X

22 | Interviews 1 X

23 | petitions seeking withdrawal of premature final 2 X

rejection, for “new grounds of rejection:” e.g., new

arguments and new citations of new portions of old

references

24 | Requests under MPEP § 710.06 for more complete 2 X

Office Actions

other — specify

Item 3. Please describe your experience with appeal briefs rejected for non-substantive grounds,
including how much time was spent making corrections and resubmittingsee aboveInstructions for Item
1:

For the “current rules” column, please respond based on facts in your possession: bills (even if discounted
or not paid in full), diaries, experience even if not recorded, etc.

For the “new rules” column, make these assumptions:

(a) The Continuations and Claims rules are put in effect -- that is, that the PTO wins its appeal in Tafas v.
Dudas. (There is a separate effort to compel the PTO to take responsibility for these paperwork burdens.)

(b) You will exercise all available procedures to avoid loss of patent value. The PTO certified to OMB that
the “new rules” would cause no significant loss of value. Therefore, follow that assumption wherever it
leads in terms of paperwork that will be filed to prevent all loss of patent value.

(¢) Your actual experience preparing similar documents is a reasonable guide for predicting these new
burdens. Do not be “conservative” or aim high or low — be as “down the middle” and objective as you can.

For both the “old rules” and “new rules” columns, estimate the arithmetic average, not the median. If your
experience includes a few outliers, assume that will continue. Write “+ skew” or “- skew” in the notes.

Make sure to add back any discounts or fee waivers you might have provided as an accommodation to a
client. This exercise is about at getting an accurate burden or cost estimate, not about getting a client to pay a bill.
Lines 3 and 4. The new appeal rules add the following elements to the requirements for appeal briefs:
(h) Jurisdictional statement. (37 C.F.R. § 41.37(h))
(i) Table of Contents. (37 C.F.R. § 41.37(1))





(j) Table of Authorities. (37 C.F.R. § 41.37(j))

(n) Statement of Facts, which in the examiner’s opinion is “non-argumentative.” (37 C.F.R. § 41.37(n))

(0)(1) “Any finding made or conclusion reached by the examiner that is not challenged will be presumed to be
correct.” (37 C.F.R. § 41.37(0))

(0)(3) “Unless a response is purely legal in nature, when responding to a point made in the examiner’s
rejection, the appeal brief shall specifically identify the point made by the examiner and indicate where
appellant previously responded to the point or state that appellant has not previously responded to the
point. In identifying any point made by the examiner, the appellant shall refer to a page and, where
appropriate, a line or paragraph, of a document in the Record.” (37 C.F.R. § 41.37(0)(3))

(r) Claims support and drawing analysis section, requiring showing of support for “each limitation” of “each
independent claim ... and each dependent claim argued separately” including limitations not involved in
the appeal. (37 C.F.R. § 41.37(1))

(s) Means or step plus function analysis section. (37 C.F.R. § 41.37(s))

(t) Evidence section, including a separate table of contents.(37 C.F.R. § 41.37(i) and (t))

(u) Related cases section with “copies of orders and opinions” of all cases that affect or may be affected by
this appeal, subject to a continuing obligation to update while the appeal is pending. (37 C.F.R. § 41.37(g)
and (u))

(v)(1) all pages of the brief and all appendices must be numbered consecutively, starting with 1, with no skips
of the type permitted for Federal Circuit briefs. (37 C.F.R. § 41.37(v)(1))

(v)(5) <30 pages, 14-point font, double spaced (37 C.F.R. § 41.37(v)(2), (4) and (5))

Line 8. The new appeal rules add the following elements to the requirements for reply briefs:
(d)(2) Table of Authorities. (37 C.F.R. § 41.41(d)(2))
(f) Statement of additional facts. (37 C.F.R. § 41.41(f))
(d) 20 page limit, 14-point font, double spaced.

Line 13. New Rule 41.56 defines sanctions for “misconduct.” The preamble to the final rule responds to
a request for clarification by expressly disavowing any analogy to or reliance on the standards or case law of any
jurisdiction. 73 Fed. Reg. at 32968, Response No. 107. The preamble to the final rule states that this introduces
new obligations above those set forth in 37 C.F.R. Parts 10 and 11, and that the PTO will not attempt to follow the
practices and standards of other tribunals. Individual attorneys/agents will instead be subject to new, undefined,
standards of “misconduct” as perceived by individual APJs and the Office of Enrollment and Discipline. How
will this affect your practice? What opportunities will you not pursue? How will this affect your representation
of clients -- specifically, how will it affect the costs of preparing appeal paperwork?

How is “paperwork burden” defined? There is a specific legal definition, and it is an expansive one:
5 C.F.R. § 1320.3 Definitions

(b)(1) Burden means the total time, effort, or financial resources expended by persons
to generate, maintain, retain, or disclose or provide information to or for a Federal agency,
including:

(i) Reviewing instructions;
(i1) Developing, acquiring, installing, and utilizing technology and systems for the
purpose of collecting, validating, and verifying information;

(iii) Developing, acquiring, installing, and utilizing technology and systems for the
purpose of processing and maintaining information;

(iv) Developing, acquiring, installing, and utilizing technology and systems for the
purpose of disclosing and providing information;

(v) Adjusting the existing ways to comply with any previously applicable
instructions and requirements;

(vi) Training personnel to be able to respond to a collection of information;





(vii) Searching data sources;
(viii) Completing and reviewing the collection of information; and
(ix) Transmitting, or otherwise disclosing the information.

(2) The time, effort, and financial resources necessary to comply with a collection of
information that would be incurred by persons in the normal course of their activities (e.g., in
compiling and maintaining business records) will be excluded from the ‘‘burden’’ if the agency
demonstrates that the reporting, recordkeeping, or disclosure activities needed to comply are
usual and customary.

(h) Information means any statement or estimate of fact or opinion, regardless of form
or format, whether in numerical, graphic, or narrative form, and whether oral or maintained on
paper, electronic or other media. ...

To explain the basis for your estimates, please provide a sentence or two identifying the sources for both
your “current rule” and “new rule” columns. Did you rely on actual bills? Diaries? What percentage of your
applications require appeals under “current rules”? Do you expect this to be different under the “new rules,”
taking into account the assumption that Tafas v. Dudas is overturned? If you present an aggregate of several
attorneys’ experience or estimates, how many were involved? From what technologies?

Instructions for Item 2. The new appeal rules make the following changes:

(a) new definition of “new ground of rejection,” based on unpublished cases and ignoring the operative
precedent, 73 Fed. Reg. at 32945. This redefinition may give examiners far more latitude to withhold
disclosure of positions during regular prosecution, and first present them in Examiner’s Answers, without
triggering full rights to reply or reopen prosecution.

(b) examiners are given authority to introduce new evidence with an Examiner’s Answer, and force inclusion
of this evidence in the “Evidence Section,” 73 Fed. Reg. at 32944, col. 2, while applicants are denied the
symmetric opportunity to add or designate rebuttal evidence with a Reply Brief, even evidence already of
record. 37 C.F.R. 41.41(1).

(¢) new burden of proof and new standard of review that are more deferential to the examiner: where
historically the burden always lay on the Office to establish all grounds of rejection by a preponderance of
the evidence, the new rules state that the Board will presume that examiners’ factual and legal findings are
all correct. 37 C.F.R. § 41.37(0); 73 Fed.Reg. at 32960, col. 3.

(d) new limits on affidavits, even if already of record, and new limits on arguments in Reply Briefs, etc. 37
C.F.R.§ 41.41(a), (d) and (i).

How will you adapt during regular §§ 131/132 prosecution to ensure that cases are fully set up for appeal?
For example, will you file more Rule 130/131/132 Affidavits? In what percentage of all applications? How
many more RCEs to get affidavits entered in the record? In what percentage of all applications will you file
petitions for premature final rejection? Please describe the basis for your estimate.

Instructions for Item 3. Please discuss briefs rejected for non-substantive reasons, for example:

(a) Stating “Evidence Appendix — none” rather than providing a separate sheet of paper captioned “Evidence
Appendix” with the word “none”

(b) Immaterial rewording of the heading text specified in Rule 41.37

(c) A section inserted in addition to the headings set forth in the rules

(d) Discussing two claims together in the “Summary” section — having the brief rejected with instructions to
split one paragraph into two, or combine two paragraphs into one

(e) Omitting reference numerals, and citations to column and line numbers for immaterial claim elements (for
example, the pro forma “computer processor” of a typical software claim

(f) etc.





What percentage of your briefs is rejected for nonsubstantive reasons? How many hours’ work does it take you to
revise and resubmit?

Application serial numbers would be helpful to provide concrete illustrations. If you feel you need to maintain
anonymity, please note that on your submission and this information will be redacted.





From:
Subject:

To:

Date: October 27, 2008 7:52:44 PM EDT

Item 1. Please estimate hours of patent attorney/agent time per item for appeals.

Baseline: New:
6/9/08 rules apply 6/10/08 Appeal rules apply
Actual Burdens from Assume PTO wins Tafas v. Dudas
Recent Personal Best Estimates Based on
Experience Expertise & Knowledge
(not Hearsay)

1 | Notice of Appeal 1 1
2 | Pre-Appeal Request for Review 8 10
3 | Appeal Brief 15 50
4 | Resubmitting Appeal Brief rejected for non- 1.5 (50%) 5 (95%)

substantive reasons ( % of submissions)
5 | Petition to Increase Page Limit _ 10
6 | Petition under MPEP § 1002.02(c)(7) relating to -- --

form of an appeal
7 | Petition under MPEP § 1003(10) re “Examiner’s -- --

answers containing a new interpretation of law”
8 | Reply Brief 5 10
9 | Petition for Extension of Time for Filing Paper 5

After Appeal Brief _
10 | Request for Oral Hearing 1 1
11 | Oral Hearing, including in-office prep time and 15 30

oral argument
12 | Request for Rehearing 10 20
13 | Defensive practices due to potential sanctions in

new definition of “misconduct” in Rule 41.56 2
14 | other — specify






21 and subsequent appeal briefs after Examiner
reopens prosecution without filing an Answer 20 (15%) 55 (40%)
(each)

Petition to exercise supervisory authority to
preclude reopening prosecution without an
Examiner's Answer 10 (3%) 10 (25%)

For both the “current rule” and “new rule” columns, please explain the basis of your estimate.
Reasons for changes between current and new rule are as follows:

All current rule are based on my experience (30 years before USPTO) and estimated 5 appeal briefs/year in previous 5 years; except for comments
referring to “our office,” which is a 12-member firm of attorneys all practicing with USPTO.

#2 Increased review of record for what examiner said, when.

# 3 More review of record for examiner statements made before the Action being appealed from, documenting disputation of such statements,
writing and editing summaries of same (“who said what when”), preparing additional tables, preparing record, putting record into a special format
with page numbering, preparing drawing summary. These will more than triple the time spent writing the brief. Currently we appeal from last
rejection. I refer to earlier statements only to the extent there is continuity in an argument of the Examiner in the last rejection that carries forward
from an earlier action. I rarely refer to when I made an argument, unless it is part of an argument for inconsistency, i.e. showing that the
Examiner has changed his position on a cited document, or of indifference, i.e. showing that the Examiner has ignored multiple presentations of
the argument presented to the Board.

“Who said what when” has no relevance to the question presented of whether the Examiner erred in making particular rejections. The Office
justifies it on the grounds that the Examiner needs to know when a new argument is being raised. If so we should only have to identify new
arguments and the listing should not be part of the page limit. Including the “who said what when” listing in the page limit substantially reduces
the applicant’s opportunity to make an effective presentation of the question on appeal by diverting the Brief to issues not part of the current
rejection, and very substantially increases the burden of reviewing the record to make sure that the Board will not blind-side the applicant with
something the Examiner had apparently abandoned.

Unless a previous statement is expressly incorporated by reference in the rejection at issue, and then not contested in the Appeal Brief, nothing the
Examiner says prior to that rejection should be taken as fact by the Board. With piecemeal prosecution being the general rule today, it much too
burdensome to require applicant to list everything the Examiner said years ago, but has not carried forward into the current rejection, and then
challenge those abandoned statements in the Appeal Brief. Examiner’s write a lot of fiction that they abandon after it is challenged. The new





rules allow the Board to sucker-punch the applicant by holding an admission of such fictions if they are not listed in a “who said what when”
statement in the Appeal Brief. This is arbitrary and capricious and violates Due Process. Protecting against such a sucker-punch, and doing so
within a 30 page, 14, pt page limit, is a substantial part of the added cost of the appeal.

The requirement for tables of contents and authorities and the pagination requirements also add very substantially to the cost of the Appeal Briefs.
At least in MS Word these require a very high labor input. For instance, the pages of the appendices cannot be consecutively numbered from MS-
Word and indexed for reference in a Table of contents unless each page is individually is inserted as a separate graphic image into the Appeal
Brief.

The jurisdictional statement also makes no sense since the Board knows the source of its jurisdiction. The case is either an interference, an appeal
from a Final rejection or an appeal from a second rejection. Reciting the jurisdictional basis has no function other than to provide more formalities
that can used to issue notices of non-compliant appeal briefs.

#4 The current practice of formalities objections has become very abusive. Under the new rules it will become much worse. I estimate the
increase will be from 50% “our office” objections to 95% of all briefs. The time required for response will substantially increase, because many
problems will come in the new facts or tables sections. Consequently cure will require repagination of brief, recalculation of the tables, and
frequently repagination of the appendices.

#5-7 I have no experience with these petitions. I estimate about 10 hrs to prepare a summary of the issues that will be raised in the brief and why
the page length needs to be exceeded.

#8 Reply brief time will double because the Examiner can supplement the record. Every Answer will have to be reviewed first for formal new
issues/evidence, as well as for the traditional response to key points.

#11 Oral hearing prep time will be doubled because the board is expected to quiz counsel on Examiner statements that are not found in the final
rejection, but that can now be treated as admissions. Also the record in general will be enlarged as applicant’s seek to provide counter evidence to
refute even the most outrageous and unsupported Examiner assertions that are now simply challenged on lack of evidence grounds. Consequently
so the time spent reviewing the enlarged records will necessarily grow.

#13 Each brief will require a separate review by a non-prosecuting attorney for possible sanction issues.

# 14 The practice of reopening prosecution rather than filing an Examiner’s Answer is becoming very frequent. Sometimes this occurs even after
a second appeal brief has been filed. I have begun petitioning for supervisory review in selected cases. Reopened prosecutions that are again
taken to Final will become more frequent. The Examiners will find that some applicants will chose abandonment when they learn they can never
be certain that their appeal will be decided and that the Examiner can effectively force preparation of repeated appeals and appeal briefs without
ever filing an Answer. To counter this already growing trend I expect that when we have a client that is willing to file a second appeal brief we
will also be filing a petition to the director seeking to force the Examiner to file an Answer or allow the case.





Item 2. Please estimate the hours per application of the incremental burden during regular §§ 131/132 prosecution for defensive practices
resulting from the new rules (all taken together), and the percentage of all applications (not just of appeals) for which you would take these steps
to protect patent value or your reputation. Note that you might take these steps even if the application is not ultimately appealed.

incremental papers and actions hoili:fer 0-5% 5-20% 20-60% >60%
20 Affidavits 20 X
21 continuations for entry of affidavits/arguments
22 Interviews 5 X
23 petitions seeking withdrawal of premature final rejection,
for “new grounds of rejection:” e.g., new arguments and 7 X
new citations of new portions of old references
24 Requests under MPEP § 710.06 for more complete Office | 3 X
Actions
other — specify
Programming and learning for new rules, strategic 10 X (100%)
evaluations of application relationships, claim count
evaluations
ESD 40 X
Supplementing record in cases where Examiner has no 25 X
evidence to support a naked assertion.
Appeals in cases where an RCE or continuation would 60 X
currently be filed

Item 3. Please describe your experience with appeal briefs rejected for non-substantive grounds, including how much time was spent making
corrections and resubmitting.

The vast majority of the objections are to cosmetic omissions, for instance identifying the rejected claims in the Status of the Claims section but
only identifying the claims on appeal in the argument, or they are improperly imposed. I have had objections to describing benefits of the
invention in the Summary of the Invention section even though the MPEP specifically authorizes descriptions going beyond claim elements. |
have also had objections to describing improper actions of the Examiner in the Status of Amendments section and to substantive arguments made
in the Arguments section. In one case I had an objection to a document submitted in an appendix as not of record when it had been submitted in
an IDS that was initialed by the same Examiner. In another case, in which I chose to appeal only some of the finally rejected claims and said so





explicitly in the Status of the Claims section, I received an objection to the fact that the unappealed claims were not included in the appendix of
“claims on appeal,” (this was withdrawn when I called). In another case, I used brackets in the Summary of the Invention section to identify page
and line numbers for support without expressly saying so and the Formailities Examiner said citations to page and line number were missing (this
was also withdrawn when I called).

I sometimes challenge formalities objections as improper, and when I do they have been withdrawn, but the challenge takes more time than it
takes to simply file replacement pages, so challenges are not frequent. Also, challenges are very risky. I have not actually petitioned these
challenges. Therefore, after calling the involved examiner and getting agreement to withdraw, I have to spend a lot of time monitoring the PAIR
record to make sure the objection is officially withdrawn. Otherwise my application can be treated as abandoned.

The USPTO is very clearly using these formalities objections as a way to extend their due dates for response and to increase applicant’s appeal
expense. The new rules have so many new formalities that at least one objection can be expected with almost every appeal brief. In almost every
case we will not be able to get an Examiner’s Action until we have dealt with these formality objections.

Our office has already had one case held abandoned when the Examiner ruled that a bona fide submission to cure an objection had not actually
cured the alleged informality. This of course necessitated a petition to revive at our expense. I expect abandonment holdings will become much
more frequent under the new rules because the formalities are much more complex, and the Examiners have a strong incentive to find that an
objection has not been properly cured.






Thank you for your help in preparing comments on the paperwork burdens of the Appeal Rule. Please
see the notes on the next page. Email to RBBelzer@post.harvard.edu, who will be compiling responses
into a single submission to OMB. On request, your identity will remain anonymous.

Item 1. Please estimate hours of patent attorney/agent time per item for appeals.

Baseline: New:
6/9/08 rules apply 6/10/08 Appeal rules apply
Actual Burdens from Assume PTO wins Tafas v. Dudas
Recent Personal Best Estimates Based on
Experience Expertise & Knowledge
(not Hearsay)
1 | Notice of Appeal 0.5 hour 0.5 hour
2 | Pre-Appeal Request for Review N/A N/A
3 | Appeal Brief 8 hours 24 hours
4 | Resubmitting Appeal Brief rejected for non- 50 90
substantive reasons ( % of submissions)
5 | Petition to Increase Page Limit I 8 hours
6 | Petition under MPEP § 1002.02(c)(7) relating | N/A N/A
to form of an appeal
7 | Petition under MPEP § 1003(10) re N/A 10 hours
“Examiner’s answers containing a new
interpretation of law”
8 | Reply Brief 8 hours 16 hours
9 | Petition for Extension of Time for Filing Paper N/A
After Appeal Brief
10| Request for Oral Hearing N/A 0.5 hours
11| Oral Hearing, including in-office prep time N/A 30 hours
and oral argument
12| Request for Rehearing N/A 0.5 hours
13| Defensive practices due to potential sanctions 24 hours
in new definition of “misconduct” in Rule
41.56
14| other — specify N/A Unknown

For both the “current rule” and “new rule” columns, please explain the basis of your estimate.

Average of time currently spent in different matters (current rule). Estimates for new rules are based on
(1) USPTO win in Tafas means winning appeal is critical; can’t submit RCE; (2) as a result, oral
argument must be engaged in and requests for reconsideration must be made; (3) complying with the
numerous details of the new appeal brief rules will take significant time, and will result in an even
higher number of briefs being returned for nonsubstantive reasons; and (4) the definition of
“misconduct”, which is inconsistent with the Federal Circuit’s ruling in McKesson, will force significant
changes to practice.





Item 2. Please estimate the hours per application of the incremental burden during regular 88§ 131/132
prosecution for defensive practices resulting from the new rules (all taken together), and the percentage
of all applications (not just of appeals) for which you would take these steps to protect patent value or

your reputation. Note that you might take these steps even if the application is not ultimately appealed.
incremental papers and actions erOEJttrasm 0-5% 5-20% | 20-60% | >60%
20 | Affidavits 8 X
21 | continuations for entry of affidavits/arguments 1 X

22 | Interviews 0 X
23 | petitions seeking withdrawal of premature final 8

rejection, for “new grounds of rejection:” e.g., new
arguments and new citations of new portions of old
references

24 | Requests under MPEP § 710.06 for more complete 8 X
Office Actions

other — specify

I already interview the majority of my cases.

Item 3. Please describe your experience with appeal briefs rejected for non-substantive grounds,
including how much time was spent making corrections and resubmitting.

On average, approximately 1 hour is spent on making corrections and resubmitting.

The LIE’s engage in piecemeal examination of the appeal briefs, failing to identify errors in the original
appeal brief until a corrected appeal brief correcting other errors has been submitted. | have had to file 3
corrected appeal briefs in one case.

In one instance | received a notice of non-compliant appeal brief after the Examiner’s Answer.

| have received a notice of non-compliant appeal brief on the grounds that the headings between the
grounds of rejection section and the argument section did not match — one recited 103, and the other
obviousness. The LIE’s simply aren’t trained to understand that those are the same thing. If the LIE’s
only rejected obviously deficient briefs, the process would go much more smoothly.





Instructions for Item 1:

For the “current rules” column, please respond based on facts in your possession: bills (even if discounted
or not paid in full), diaries, experience even if not recorded, etc.

For the “new rules” column, make these assumptions:

(a) The Continuations and Claims rules are put in effect -- that is, that the PTO wins its appeal in Tafas v.
Dudas. (There is a separate effort to compel the PTO to take responsibility for these paperwork burdens.)

(b) You will exercise all available procedures to avoid loss of patent value. The PTO certified to OMB that
the “new rules” would cause no significant loss of value. Therefore, follow that assumption wherever it
leads in terms of paperwork that will be filed to prevent all loss of patent value.

(c) Your actual experience preparing similar documents is a reasonable guide for predicting these new
burdens. Do not be “conservative” or aim high or low — be as “down the middle” and objective as you can.

For both the “old rules” and “new rules” columns, estimate the arithmetic average, not the median. If your
experience includes a few outliers, assume that will continue. Write “+ skew” or “- skew” in the notes.

Make sure to add back any discounts or fee waivers you might have provided as an accommodation to a
client. This exercise is about at getting an accurate burden or cost estimate, not about getting a client to pay a bill.

Lines 3 and 4. The new appeal rules add the following elements to the requirements for appeal briefs:

(h) Jurisdictional statement. (37 C.F.R. § 41.37(h))

(i) Table of Contents. (37 C.F.R. § 41.37(i))

(j) Table of Authorities. (37 C.F.R. § 41.37(j))

(n) Statement of Facts, which in the examiner’s opinion is “non-argumentative.” (37 C.F.R. § 41.37(n))

(0)(1) “Any finding made or conclusion reached by the examiner that is not challenged will be presumed to be
correct.” (37 C.F.R. § 41.37(0))

(0)(3) “Unless a response is purely legal in nature, when responding to a point made in the examiner’s
rejection, the appeal brief shall specifically identify the point made by the examiner and indicate where
appellant previously responded to the point or state that appellant has not previously responded to the
point. In identifying any point made by the examiner, the appellant shall refer to a page and, where
appropriate, a line or paragraph, of a document in the Record.” (37 C.F.R. § 41.37(0)(3))

(r) Claims support and drawing analysis section, requiring showing of support for “each limitation” of “each
independent claim ... and each dependent claim argued separately” including limitations not involved in
the appeal. (37 C.F.R. § 41.37(r))

(s) Means or step plus function analysis section. (37 C.F.R. § 41.37(s))

(t) Evidence section, including a separate table of contents.(37 C.F.R. § 41.37(i) and (t))

(u) Related cases section with “copies of orders and opinions” of all cases that affect or may be affected by
this appeal, subject to a continuing obligation to update while the appeal is pending. (37 C.F.R. § 41.37(q)
and (u))

(v)(1) all pages of the brief and all appendices must be numbered consecutively, starting with 1, with no skips
of the type permitted for Federal Circuit briefs. (37 C.F.R. § 41.37(v)(1))

(v)(5) < 30 pages, 14-point font, double spaced (37 C.F.R. § 41.37(v)(2), (4) and (5))

Line 8. The new appeal rules add the following elements to the requirements for reply briefs:
(d)(2) Table of Authorities. (37 C.F.R. § 41.41(d)(2))
() Statement of additional facts. (37 C.F.R. § 41.41(f))
(d) 20 page limit, 14-point font, double spaced.

Line 13. New Rule 41.56 defines sanctions for “misconduct.” The preamble to the final rule responds to
a request for clarification by expressly disavowing any analogy to or reliance on the standards or case law of any
jurisdiction. 73 Fed. Reg. at 32968, Response No. 107. The preamble to the final rule states that this introduces
new obligations above those set forth in 37 C.F.R. Parts 10 and 11, and that the PTO will not attempt to follow the
practices and standards of other tribunals. Individual attorneys/agents will instead be subject to new, undefined,





standards of “misconduct” as perceived by individual APJs and the Office of Enrollment and Discipline. How
will this affect your practice? What opportunities will you not pursue? How will this affect your representation
of clients -- specifically, how will it affect the costs of preparing appeal paperwork?

How is “paperwork burden” defined? There is a specific legal definition, and it is an expansive one:
5 C.F.R. § 1320.3 Definitions

(b)(1) Burden means the total time, effort, or financial resources expended by persons
to generate, maintain, retain, or disclose or provide information to or for a Federal agency,
including:

(i) Reviewing instructions;
(ii) Developing, acquiring, installing, and utilizing technology and systems for the
purpose of collecting, validating, and verifying information;

(iii) Developing, acquiring, installing, and utilizing technology and systems for the
purpose of processing and maintaining information;

(iv) Developing, acquiring, installing, and utilizing technology and systems for the
purpose of disclosing and providing information;

(v) Adjusting the existing ways to comply with any previously applicable
instructions and requirements;

(vi) Training personnel to be able to respond to a collection of information;
(vii) Searching data sources;

(viii) Completing and reviewing the collection of information; and

(ix) Transmitting, or otherwise disclosing the information.

(2) The time, effort, and financial resources necessary to comply with a collection of
information that would be incurred by persons in the normal course of their activities (e.g., in
compiling and maintaining business records) will be excluded from the “‘burden’” if the agency
demonstrates that the reporting, recordkeeping, or disclosure activities needed to comply are
usual and customary.

(h) Information means any statement or estimate of fact or opinion, regardless of form
or format, whether in numerical, graphic, or narrative form, and whether oral or maintained on
paper, electronic or other media. ...

To explain the basis for your estimates, please provide a sentence or two identifying the sources for both
your “current rule” and “new rule” columns. Did you rely on actual bills? Diaries? What percentage of your
applications require appeals under “current rules”? Do you expect this to be different under the “new rules,”
taking into account the assumption that Tafas v. Dudas is overturned? If you present an aggregate of several
attorneys’ experience or estimates, how many were involved? From what technologies?

Instructions for Item 2. The new appeal rules make the following changes:

(@ new definition of “new ground of rejection,” based on unpublished cases and ignoring the operative
precedent, 73 Fed. Reg. at 32945. This redefinition may give examiners far more latitude to withhold
disclosure of positions during regular prosecution, and first present them in Examiner’s Answers, without
triggering full rights to reply or reopen prosecution.

(b) examiners are given authority to introduce new evidence with an Examiner’s Answer, and force inclusion
of this evidence in the “Evidence Section,” 73 Fed. Reg. at 32944, col. 2, while applicants are denied the
symmetric opportunity to add or designate rebuttal evidence with a Reply Brief, even evidence already of
record. 37 C.F.R. 41.41(i).

(c) new burden of proof and new standard of review that are more deferential to the examiner: where
historically the burden always lay on the Office to establish all grounds of rejection by a preponderance of





the evidence, the new rules state that the Board will presume that examiners’ factual and legal findings are
all correct. 37 C.F.R. 8 41.37(0); 73 Fed.Reg. at 32960, col. 3.

(d) new limits on affidavits, even if already of record, and new limits on arguments in Reply Briefs, etc. 37
C.F.R. 8 41.41(a), (d) and (i).

How will you adapt during regular §8 131/132 prosecution to ensure that cases are fully set up for appeal?
For example, will you file more Rule 130/131/132 Affidavits? In what percentage of all applications? How
many more RCEs to get affidavits entered in the record? In what percentage of all applications will you file
petitions for premature final rejection? Please describe the basis for your estimate.

Instructions for Item 3. Please discuss briefs rejected for non-substantive reasons, for example:

(a) Stating “Evidence Appendix — none” rather than providing a separate sheet of paper captioned “Evidence
Appendix” with the word “none”

(b) Immaterial rewording of the heading text specified in Rule 41.37
(c) A section inserted in addition to the headings set forth in the rules
(d) Discussing two claims together in the “Summary” section — having the brief rejected with instructions to
split one paragraph into two, or combine two paragraphs into one
(e) Omitting reference numerals, and citations to column and line numbers for immaterial claim elements (for
example, the pro forma “computer processor” of a typical software claim
(F) etc.
What percentage of your briefs are rejected for nonsubstantive reasons? How many hours’ work does it take you
to revise and resubmit?

Application serial numbers would be helpful to provide concrete illustrations. If you feel you need to maintain
anonymity, please note that on your submission and this information will be redacted.
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